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Recent developments in trade mark law have called into question a
variety of basic features, as well as bolder extensions, of legal protection.
Other disciplines can help us think about fundamental issues such as:
What is a trade mark? What does it do? What should be the scope of
its protection? This volume assembles essays examining trade marks and
brands from a multiplicity of fields: from business history, marketing,
linguistics, legal history, philosophy, sociology and geography. Each part
pairs lawyers’ and non-lawyers’ perspectives, so that each commentator
addresses and critiques his or her counterpart’s analysis. The perspec-
tives of non-legal fields are intended to enrich legal academics’ and
practitioners’ reflections about trade marks, and to expose lawyers,
judges and policy-makers to ideas, concepts and methods that could
prove to be of particular importance in the development of positive law.
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Editors’ preface

Recent developments in trade mark law have called into question a variety
of basic features, as well as bolder extensions, of legal protection. Other
disciplines can help us think about fundamental issues such as: What is a
trade mark? What does it do? What should be the scope of its protection?
The present volume assembles essays examining trade marks and brands
from a multiplicity of fields. We believe the broad range of the contribu-
tions to this volume makes it unique. There are already works on trade
mark law, works on branding and marketing, works on linguistics and
marketing, and works on sociological aspects of commercial identity, but
no attempt to bring these approaches together. Equally importantly,
rather than offering a litany of discrete chapters each independently
covering a different discipline, each part of this book pairs lawyers’ and
non-lawyers’ perspectives, so that each commentator will address and
critique his or her counterpart’s analysis. Authors of the main papers
and of the commentaries divide roughly evenly between lawyers and
specialists from other disciplines.

The perspectives of non-legal fields are intended to enrich legal aca-
demics’ and practitioners’ reflections about trade marks, as well as to
expose lawyers, judges and policy-makers to ideas, concepts and methods
that could prove to be of particular importance in the development of
positive law. For those who wish to explore further, an extensive biblio-
graphy collecting commentaries from all the fields here represented con-
cludes the volume. We hope the volume will prove of interest as well to
academics both in law and in other disciplines whose modes of analysis
are brought to bear on the intellectual property issue in question.

The essays grow out of two successive workshops held at Emmanuel
College, University of Cambridge, in July 2005 and July 2006. We are
grateful to all the participants, including those who did not present
papers, but whose questions and critiques helped the presenters sharpen
or rethink their arguments. We would also like to thank Gaenor Moore,
for her assistance in editing and the compilation of the bibliography
and case-list. We express our appreciation as well to the Master and
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Xvi Editors’ preface

Bursar of Emmanuel College for their support of this project. Both of
the workshops were generously funded by the Herchel Smith bequest
to Emmanuel College for the promotion of research into intellectual
property law.

LIONEL BENTLY

JENNIFER DAVIS

JANE C. GINSBURG

Cambridge and New York, July 2007
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Legal and economic history






1 The making of modern trade mark law: the
construction of the legal concept of trade mark
(1860-1880)

Lionel Bently*

Although some accounts of the history of trade mark law trace the origin of
trade mark protection to Greek or Roman times,’ and other accounts of the
British history locate the origins of British trade mark law in the medieval
guilds,” or the sixteenth-century case of G v Samford,” British trade mark
law did not really take anything like its modern shape until the latter half of
the nineteenth century.” The period between 1860 and 1910 witnessed the
development of many of the characteristic features of modern trade mark law:
a legal understanding of a trade mark as a sign which indicates trade origin;’
the establishment of a central registry in 1876; the conceptualization of the

* For comments on earlier drafts, my thanks to Robert Burrell, Dev Gangjee, Jane Ginsburg
and David Higgins; for research assistance, to Doug McMahon.

E.g. W. Robertson, ‘On Trade Marks’ (1869) 14 Jo Soc Arts 414-17; E. S. Rogers, ‘Some
Historical Matter Concerning Trade-Marks’ (1910) 9 Michigan Law Review 29.

Most famously, F. Schechter, The Historical Foundations of the Law Relating to Trade-Marks
(New York: Columbia University Press, 1925).

(1584). See J. H. Baker and S. F. C. Milsom, Sources of English Legal History: Private Law to
1750 (London: Butterworths, 1986) 615-18; J. H. Baker, An Introduction to English Legal
History (4th edn, London: Butterworths, 2004) 459. The Samjord case was referred to in
Southern v How, (1656) Pop R. 144, where it is stated that Doderidge J held that the action
would lie, and it was this source that caused the cast to be later relied on. Schechter,
Historical Foundations, 123, argues that Southern v How is a dubious authority for the
modern law of passing off: ‘the sole contribution of that case was at best an irrelevant
dictum of a reminiscent judge that he remembered an action by one clothier against
another for the mis-use of the former’s trade-mark’.

F. M. Adams, 4 Treatise on the Law of Trade Marks (London: George Bell and Sons, 1874)
3 (law of trade marks ‘much more recent’ than that of patents ‘being almost exclusively the
growth of the last seventy or eighty years’). See, to similar effect, E. M. Daniel, The Trade
Mark Registration Act (London: Stevens and Haynes, 1876) 1; D. M. Kerly, The Law of
Trade-Marks and Trade Name, and Merchandise Marks (LLondon: Sweet and Maxwell,
1894) 2; H. Ludlow and H. Jenkins, A Treatise on the Law of Trade-Marks and Trade-
Names (London: W. Maxwell and Son, 1873) 10; Wadlow, The Law of Passing Off: Unfair
Competition by Misrepresentation (3rd edn, London: Sweet and Maxwell, 2004) 29.
Kerly, The Law of Trade-Marks 5 (a ‘symbol expressly adopted by the plaintiff to distin-
guish his goods and identify them with him’).
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4 Lionel Bently

trade mark as an object of property;” the recognition of a dual system
of protection: one based on registration, the other based on use in the
marketplace;’ and the development of international arrangements for the
protection of marks in foreign territories.® Looking back from the early
twenty-first century, it is clear that, while there were significant developments
in trade mark law in the period before 1860 and the period after 1910, the
majority of the most salient features of the current trade mark regime were
developed (or if not developed, institutionalized) in this period of intense
legislative, judicial, diplomatic and scholarly activity. Although all these
developments were intertwined, time and space only permits this chapter to
attempt to chart one of these developments: the genesis of a legal conception
(or a number of conceptions) of ‘a trade mark’ in the first part of this period.

The situation in mid-century

At mid-century, as the law of designs, patents and copyright was crystal-
lizing,” there was no (coherent) law of trade marks. Giving evidence to
the Select Committee of 1862, solicitor Joseph Travers Smith com-
plained of the ‘very considerable’ evils of the existing law:'" “They arise
from the fact that trade marks are not recognized as having any legal
validity or effect; that there is no written law on the subject of trade marks,
and we have consequently no definition by which we can try what a trade
mark is, nor consequently what particular symbol amounts to a trade
mark.” Indeed, while at this stage we see the publication of textbooks
on copyright, designs and patents,’’ there were no textbooks on ‘trade

o

See L. Bently, ‘From Communication to Thing: Historical Aspects of the Conceptualisation
of Trade Marks as Property’ in G. Dinwoodie and M. Janis (eds.), Trademark Law
and Theory: A Handbook of Contemporary Research (Cheltenham: Edward Elgar, 2008)
(describing tendency towards conceptualization of trade marks as property from
around 1860).

Registration was provided for under the Trade Marks Act 1875, and the Office opened on
1 January 1876. For the first set of Rules, see (1875-6) Sol Jo 178 (1 January 1876).
Following a period where recognition of British interests abroad largely turned on the
existence of bilateral treaties, in 1883 a multilateral agreement was adopted, the Paris
Convention for the Protection of Industrial Property, of 20 March 1883. Great Britain was
not an original signatory (they were Belgium, Brazil, Spain, France, Guatemala, Italy,
Holland, Portugal, Salvador, Serbia and Switzerland) but acceded on 17 March 1884.

B. Sherman and L. Bently, The Making of Modern Intellectual Property Law (Cambridge:
Cambridge University Press, 1999) Chs. 5-7.

10" Select Committee on Trade Marks Bill and Merchandize Marks Bill, Report, Proceedings and
Minutes of Evidence (1862) 12 Parliamentary Papers 431, Q. 2619 (Travers Smith).
Textbooks on these areas emerged from the 1820s. Some of these covered both copyright
and patents (e.g. R. Godson, A Practical Treatise on the Law of Patents for Inventions and of
Copyright (London: Butterworth, 1823); others discussed one ‘area’ alone (e.g., on
patents, W. M. Hindmarch, A Treatise on the Law Relating to Patent Privileges (London:

<
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The making of modern trade mark law 5

marks’. Although the term ‘trade mark’ had been present in some cases, >
there was no consensus as to what a trade mark was, nor on what a ‘law of
trade marks’ would look like. In fact, we can probably say that, as of 1850,
it made no sense to talk of ‘a law of trade marks’ in the UK.

To say there was no law of trade marks is not to say that there were no laws
regulating misrepresentation in trade. However, the protection afforded to
traders who found they were victims of the fraudulent imitation of their
names and marks was fragmented, drawing on a variety of jurisdictional
sources, some statutory and some based on judicial precedent, and lacked
any abstract logic."” The statutory systems tended to be confined to specific
trades: under this heading, there was the protection of the marks of makers
of knives, sickles, shears, scissors and other cutlery wares in Hallamshire by
registration with the Cutlers’ Company of Sheffield;'* the protection given
over use of the sign LoNDON under the Cutlery Trade Act;'” the protection
of marks woven into and fixed on linen;'® protection of the names of

Stevens, 1846)); while yet others dealt with what today would be thought of as ‘sub-
categories’ of law (e.g. E. M. Underdown, The Law of Artistic Copyright (London: John
Crockford, 1863)).

12 Collins Co. v Brown (1857) 3 K&J 423, 426 (Page-Wood V-C); Dixon v Fawcus (1861) 3

El & E1 537, 546 (Crompton J); Dent v Turpin (1861) 2 ] & H 139.

Britain was not alone in this respect: Belgian law had special regimes for hardware and

cutlery (1803), cloth (1820) and pipes (1838): Reports Relative to legislation in Foreign

Countries on the subject of Trade Marks C-596 (1872) 54 Parliamentary Papers 585,

594-610; and the French law prior to 1857 was described as comprising provisions

which were ‘heterogeneous, incongruous and sometimes contradictory’: ibid., 615.

14 Act for the Good Order and Government of the Makers of Knives, Sickles, Sheers,
Scissors and Other Cutlery Wares, 21 Jac. 1 c. 31 (1623); An Act for the Better
Regulation of the Company of Cutlers within the Liberty of Hallamshire, 31 Geo. 3 c.
58 (1791); An Act for amending and rendering more effectual an Act passed in the
Thirty-First Year of the Reign of His Present Majesty, for the Better Regulation and
Government of the Company of Cutlers, 41 Geo. 3 c. 97 (1801) (local) (amending the
provisions on testamentary disposition and widows’ rights); An Act to Repeal certain
Parts of An Act Passed in the Thirty-first year of his Present Majesty, for the Better
Regulation and Government of the Company of Cutlers, 54 Geo. 3 c. 109 (1814) (local)
(liberalizing trade in Sheffield, and entitling traders to register marks, as well as limiting
those that could be granted); An Act for Amending the Acts Passed with Respect to the
Masters, Wardens, Searchers, Assistants, and Commonalty of the Company of Cutlers in
Hallamshire in the County of York, 23 & 24 Vict. c. 43 (1860) (local) (extending Act to all
‘using or exercising the Arts or Trades of Manufacturers of Steel and Makers of Saws and
Edgetools and other Articles of Steel or of Steel and Iron combined having a cutting Edge’
and giving a statutory right to become a freeman of the company and be granted a Mark).

15 Act to Regulate the Cutlery Trade in England (1819) 59 Geo. 3 c. 7, s. 3 (limiting the

legitimate use of hammer symbols to hand-made cutlery; and prohibiting the use of the

word LONDON other than on cutlery made within twenty miles of the City of London).

An Act for Better Regulation of Linen and Hemper Manufactures in Scotland (1726) 13

Geo. 1 c. 26 s. 30 (authorizing weavers of linens to weave their name into wares and to fix

‘some known mark’ on pieces of linen manufacture, and punishing counterfeiting of such

name or mark).



6 Lionel Bently

patentees;'” protection of marks used in the hop trade;'® of marks on gun
barrels;'? and of hallmarks on gold and silver wares.”" In addition, there was
regulation of the use of family crests and insignia under the law of heraldry
and arms. In certain circumstances, there was the possibility of criminal
action based on forgery,”' cheat,?” conspiracy to defraud®’ or obtaining
benefits by false pretences.”* Another possibility, attempted by some, was
to try and register labels as designs or, after 1862, with the Stationers’
Company, so as to claim copyright protection.”” Most importantly, there
were the general actions at common law and in equity: the action on the case
for deceit at common law, which had, at least since Sykes v Sykes in 1824,
been available for cases involving use of marks on goods with intent to

17 Patent Law (Amendment) Act (1835) 5 & 6 Wm. 4 c. 83, s. 7 (prohibiting the marking of
goods with the name, stamp, mark or other device of patentee, and use of the word
PATENT).

Hops (Prevention of Frauds) Act 1866, 29 & 30 Vict. c. 37 (repealing and replacing

(1814) 54 Geo. 3 c. 123). The 1866 Act uses the term ‘trade mark’. For a prosecution,

see R v Edward Swonnell, The Times, 27 June 1868, p. 11e.

19" An Act to Insure Proper and Careful Manufacture of Fire Arms in England (1813) 53

Geo. 3 c. 115, s. 9 (relating to unauthorized counterfeiting of ‘mark’ or ‘stamp’ on any

gun, fowling piece, blunderbuss, pistol or other description of arms usually called small

arms).

Act to amend Laws in Force for Preventing Fraud and Abuses in the Making of Gold and

Silver Wares in England (1844) 7 & 8 Vict. c. 22 (repealing and replacing (1798) 38 Geo.

3c¢.69,s.7).

Rv Closs (1857) Dearsley & B 460, 27 LJMC 54; R v Smith (1858) Dearsley & B 566, 27

LJMC 225 (not forgery because baking powder wrappers were not documents or instru-

ments). Forgery was placed on a statutory footing in the codification of 1861: 24 & 25

Vict. c. 98.

Rv Closs (1857) Dearsley & B 460, 27 LJMC 54 (per Cockburn CJ). (A copy of a painting

by John Linnell, with forged signature, could be a cheat, describing the scope of ‘cheat’ as

encompassing the placing of ‘a false mark or token upon an article, so as to pass it off as a

genuine one when in fact it was only a spurious one, and the article was sold and money

obtained by means of that false mark or token’. On the facts, the prosecution had not
demonstrated that the purchaser bought the painting on the basis of the signature.)

23 Select Commirtee (1862), Q. 2273 (J. Dillon).

2% An Act for Consolidating and Amending the Law in England Relative to Larceny and
other offences Connected therewith (1827) 7 & 8 Geo. 4 c. 29, s. 53 (offence of obtaining
money by false pretences); Larceny Act (1861) 24 & 25 Vict. c. 96, ss. 88-90. R v Smith
(1858) Dearsley & B 566, 27 LJMC 225 (per Pollock CB, Willes J and Chanell B.: D’s
labelling of its product as BORWICK’S BAKING POWDERS was not a forgery but was
obtaining money by false pretences); R v Dundas (1853) 6 Cox Crim Cas 30 (Erle J,
Northern Circuit) (two years’ imprisonment for obtaining money by false pretences
where D had sold seventy-two bottles of blacking marked EVERETT’S PREMIER in
labels imitating Everett’s labels); R v Suter & Coulson (1867) 10 Cox Crim Cas 577
(pawning watch with false mark of Goldsmiths’ Company was obtaining money by false
pretences). Cf. R v Bryan (1857) 7 Cox Crim Cas 312 (representing that spoons were
‘equivalent to ELKINGTON’S A’ was exaggeration as to quality and not a false pretence).
See also Select Committee (1862), Qs. 2747-8 (Travers Smith).

23 Copyright of Designs Act 1842 (5 & 6 Vict. c. 100); Fine Art Copyright Act 1862 (25 &
26 Vict. c. 68); Select Committee (1862), Q. 2465 (Browning).
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The making of modern trade mark law 7

deceive;*° and an action in equity ancillary to the common law action for
deceit, under which the Court of Chancery would grant injunctive relief
pending establishment of the claimant’s rights at law.?” From 1839, with the
case of Millington v Fox,”® the action in Chancery seemed to have made a
tentative move towards an independent status, insofar as relief was made
available without evidence of intent to deceive.

By the 1850s, the complex state of the law had become a real cause of
inconvenience and expense to traders who wished to gain protection in the
United Kingdom.?” Moreover, the complexity of the law was also seen as an
impediment to attempts to gain protection for British traders abroad. And
there was certainly a sense that British traders needed protection abroad, as
the markets for their goods, in the UK, the British colonies and elsewhere,
were being penetrated by counterfeit goods originating outside the UK. If
British traders were to get protection in other European countries, the
United States or Russia — the countries where counterfeit goods originated
or were sold — then some form of international arrangement was almost
certainly necessary. And British traders foresaw that it would be difficult to
base any arrangement of a principle of reciprocity when British law itself
was so difficult to comprehend and expensive to apply.*’

The development of a law of trade marks, 1860-1875

The period from 1860 to 1880 was one of particularly intense activity in
relation to trade mark law. Although there had long been complaints
about the prevalence of misleading use of trade marks,’" little effort had

25 E.g. Morison v Salmon (1841) 2 Man & G 385 (‘Morison’s Universal Medicine’);
Crawshay v Thompson (1842) 4 Man & G 357 (‘WC’ in oval on iron); Rodgers v Nowill
(1847) 5 CB 109, 136 ER 816 (‘J. Rodgers & Sons’ on pen-knives).

27 Motley v Downman (1837) 3 My & Cr 1, 14 per Lord Cottenham LC.

28 (1838) 3 Myl & Cr 338.

2% On the expense of litigation see Select Commitree (1862) Qs. 1681-3 (D. Sinclair); Qs.
1970, 1987 (Polson); Qs. 2450-3 (Morley); Qs. 2503, 2511 (Coxon); Q. 2613 (Joseph
Travers Smith).

3% See L. Levi, ‘On Trade Marks’ (1859) Jo Soc Arts 262, 265 (explaining that the French

law of 1857 would only protect foreigners where a treaty existed between France and the

relevant country affording reciprocal protection to French traders); Select Committee

(1862), Q. 2619 (Travers Smith) (‘the defective condition of the English law prevents

foreign governments from giving any remedy, because there is no sufficient reciprocity in

England’).

‘Instances of tradesmen endeavouring to obtain an advantage to themselves by the use of

the name and reputation of others, have, unfortunately, of late become too common.’

Lord Langdale MR in Franks v Weaver (1847) 10 Beav 297, 302 (medicine case). See

also ‘Proposed Alterations in the law of Trade Marks’ (1861) Sol Jo & Rep 2; Select

Committee (1862), Q. 2754-5 (Hindmarch); H. B. Poland, The Merchandise Marks Act

1862 (London: J. Crockford, 1862) 5.
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8 Lionel Bently

hitherto been made to develop the law.’” This changed in the late 1850s,
when the Chambers of Commerce around the UK started to involve
themselves in an attempt to procure legislation.””> The case was made
for amendment of the law in arenas such as the Royal Society of Arts>*
and the National Association for the Promotion of Social Science,’” as
well as provincial law societies.’® Having determined that some kind of
reform was essential, the Chambers of Commerce engaged lawyers to
draft legislation,”” which was presented to the government. In 1861, the
first Bill dealing with the matter was introduced by Lord Campbell into
the House of Lords,® but ultimately was not proceeded with beyond the
Committee stage in the Commons. By this point, the Government had

32 Butnote F. Crossley’s claim to the meeting of the Association of Chambers of Commerce
on 6 Feb 1861, that ‘deputation after deputation from Sheffield had been before the
Government on that subject [trade marks], but without effect’. See ‘Association of
Chambers of Commerce’, The Times, 7 Feb. 1861, p. 12f; ‘Proposed Alterations’
(“There have been numerous deputations upon the subject to the President of the
Board of Trade ...%).

33 “Trade Marks’ (1858) 6 Jo Soc Arts 595 (20 August 1858) (reporting meeting of

Birmingham Chamber of Commerce unanimously approving motion that improper

use of trade marks was wrong and should be discouraged in every way by the

Chamber). On the influence of Chambers of Commerce, see A.R. Ilersic and

P.F.B Liddle, Parliament of Commerce: The Story of the Association of British Chambers of

Commerce, 1860—-1960 (London: Association of British Chambers of Commerce and

Newman Neame, 1960) Ch. 9 (explaining activities in field of patents and trade

marks); G.R. Searle, “The Development of Commercial Politics, 1850-70’ Ch. 5 in

Entrepreneurial Politics in Mid-Victorian Britain (New York: Oxford University Press,

1993) (analysing political activities of Association of Chambers of Commerce).

Professor Leone Levi, an academic and barrister active in the Association of British

Chambers of Commerce, gave a significant paper at the Fifteenth Ordinary Meeting of

the Royal Society of Arts on 16 March 1859: see (1859) Jo Soc Arts 262.

3> A. Ryland, ‘The Fraudulent Imitation of Trade Marks’, (1859) Transactions of the
National Association for the Promotion of Social Science 229, with responses at 269. For
background to the activities of the Social Sciences Association, see L. Goldman, “The
Social Science Association, 1857-1886: A Context For Mid-Victorian Liberalism,
(1986) 101 English Historical Review 95-134, and L. Goldman, Science, Reform and
Politics in Victorian Britain: The Social Science Association, 1857-1886 (Cambridge:
Cambridge University Press, 2002).

3¢ See ‘On Fraudulent Trade Marks’, (1861) Sol Jo & Rep 820, reporting a paper by John

Morris given to the Metropolitan and Provincial Law Association, Worcester; and “The

Registration of Trade Marks’ (1861) Sol Jo & Rep 839, reporting a paper by Arthur

Ryland to the same Association.

‘State of Trade’, The Times, 3 December 1860 p. 4f. (reporting a meeting of representa-

tives of Sheffield and Wolverhampton Chambers of Commerce with the Birmingham

Chamber and consequent resolution that the Sheffield Chamber should prepare a Bill to

provide for the registration of trade marks at home, as well as to empower the Crown to

conclude conventions with foreign powers for reciprocal protection).

Bill 1861 (based on Bill by Travers Smith on behalf of Chambers of Commerce). Parl.

Deb., vol. 161, col. 327, 12 February 1861; col. 1272, 4 March 1861; col. 1940, 14

March 1861; col. 2153, 18 March 1861; Parl. Deb., vol. 162, col. 543, 15 April 1861;

164 Parl. Deb., vol. 164, col. 1089, 18 July 1861.

3.

=

3

3

3

®



The making of modern trade mark law 9

decided that a Select Committee of the House should be convened to

consider the matter carefully.’” So, in February 1862, following the

. . . . 40
introduction of a Government Bill on ‘merchandise marks’,** and a

private member’s bill on “Trade Marks’ (drafted by solicitor William
Smith on behalf of the Sheffield Chamber of Commerce and introduced
by John Arthur Roebuck, MP for Sheffield),"’ a Committee was
convened.*”

The Select Committee, comprising ‘lawyers and mercantile men of
great experience and representing different interests’,*’ met and heard
evidence from a wide range of traders (file makers, edge tool manufac-
turers, cutlery manufacturers, gun makers, thread manufacturers, needle
makers, button makers, lace makers, starch and confectionery makers,
brewers, paper makers), merchants,** bureaucrats®® and lawyers.46
Following its deliberations, it was decided — not, it seems, unanimously —
to pursue the Government Bill,*” and this was done, so that in 1862 the
Merchandise Marks Act was passed. This Act created criminal offences
for uses of mis-descriptions in trade with intent to defraud, and specifi-
cally referred to misuse of trade marks, which were defined broadly to
encompass ‘any Name, Signature, Word, Letter, Device, Emblem,
Figure, Sign, Seal, Stamp, Diagram, Label, Ticket or other Mark of any

39 Parl. Deb., vol. 164, col. 1089, 18 July 1861; Parl. Deb., vol. 165, col. 274, 14 February
1862.

40 Parl. Deb., vol. 165, col. 988, 3 March 1862.

41 Parl. Deb., vol. 165, col. 442, 18 February 1862; col. 770, 26 February 1862.

42 Parl. Deb., vol. 165, col. 1231, 7 March 1862; col. 1280, 10 March 1862; col. 1489,

13 March 1862. Roebuck resisted particularly the addition of Moffatt.

Poland, Merchandise Marks Act 7. Chaired by Roebuck, the Committee comprised three

barristers (Selwyn, Hugh Cairns and Sir Francis Goldsmid, a lawyer and MP for

Reading), two members of the Government (Milner Gibson, President of the Board of

Trade, and Sir William Atherton, the Attorney General), manufacturers (Sir Francis

Crossley, a carpet manufacturer; Alderman William Copeland, a pottery manufacturer

and MP for Stoke; Edmund Potter, a calico printer and MP for Carlisle); George

Moffatt, a tea-broker and MP for Southampton; and Crum Ewing. Selwyn, who gen-

erally appeared before the Master of the Rolls, was counsel in Hall v Barrows (1863) 4 De

G J & S 150, (1863) 32 LJ Ch 548; Bury v Bedford (1863) 32 L] Ch 741; In re Uzielli;

Ponsardin v Peto (1863) 33 L] Ch 371.

4 R. Smith and J. Dale of Westhead, and J. Dillon of Morrison, Dillon and Co.;

H. Browning. W.H. Teulon and Adolphus Baker, hop merchants. Some of the mer-

chants actually dissented from the dominant assumption that trade marks were of public

benefit. Dillon, for example, was concerned about the proliferation of marks introducing

‘obstructions to business’: Select Committee (1862), Q. 2268 (Dillon, in response to a

question from Moffatt).

George Wilkinson, the master cutler of the Cutlers’ Company; Bennet Woodcroft,

Superintendant of Specifications in the Patent Office; and Lewis Edmunds, Clerk of

the Patents.

6 \William Smith, Arthur Ryland, Joseph Travers Smith and William Hindmarch QC.

47 Parl. Deb., vol. 167, col. 1418, 4 July 1862.
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10 Lionel Bently

other Description lawfully used by any person to denote any chattel, to be
the Manufacture, Workmanship, Production or Merchandise of such
Person’.

While the 1862 Act was welcomed in many quarters as a great improve-
ment,*® it was recognized as being of limited value, particularly because
liability was dependent on a demonstration of intent to defraud.*’
Moreover, the Act treated fraudulent use of trade marks as just one type
of fraudulent trade practice, failing thus either to establish the trade mark
as property, or even to recognize its specific characteristics. Not surpris-
ingly, therefore, the Chambers of Commerce and Royal Society of Arts
persisted in lobbying for a registration system.’’ This resulted in Bills
being introduced into Parliament in 1869,”' 1873”7 and finally — and
successfully — in 1875.%° The 1875 Act established a registration system
for trade marks, and made the existence of such registration equivalent to
public use. This, it was anticipated, would save traders the expense of
establishing rights in the mark every time legal action was taken, as well as
allowing all traders to know what marks had been protected.

48 Vice-Chancellor Page-Wood had said that ‘no-one rejoiced more than he had done at the
passing of the Act ... in this branch of the Court he had been on all occasions most
anxious to correct the mischiefs against which the Act was directed’: Farina v Meyerstein,
The Times, 1 February 1864, p. 10f. Even the President of the Association of Chambers of
Commerce welcomed it as a ‘valuable addition to the statute book’: see Ilersic and
Liddle, Parliament of Commerce, 94. See also Poland, Merchandise Marks Act;
Robertson, ‘On Trade Marks’ 414, 415; E. Johnson, ‘“Trade Marks’ (1881) 29 Jo Soc
Arts 493, 505.

49 7.S. Salaman, A4 Manual of the Practice of Trade Mark Registration (London: Shaw and

Son, 1876) 3 (describing the Act as ‘less useful than might have been expected’); Special

Report from the Select Committee on Merchandise Marks Act (1862) Amendment Bill 203

(1887) 10 Parliamentary Papers 357, 376, Qs. 17-18; Kerly, The Law of Trade-Marks 7.

For an example of its limitations, see R v Scotcher, The Times, 24 March 1864, p. 11e. For

some examples of sentencing, comparable to those under the provisions of the Trade

Marks Act 1994, see (1865-6) 41 Law Times 126 (6 Jan. 1866) (reporting sentencing of

defendant to two months’ hard labour for making pianos bearing BROADWOOD & CO);

(1866-7) 42 Law Times (22 Dec. 1866) (six months’ imprisonment without hard labour

for defendant who had applied BaAss & co to beer).

‘Association in Birmingham’ (1866) 14 Jo Soc Arts 131; ‘Birmingham Chamber of

Commerce’ The Times, 2 August 1872, p. 12e; ‘Associated Chambers of Commerce’

The Times, 24 Sept. 1873, p. 12c.

(1868-9) Bill No 126 (13 May 1869; withdrawn, July). The Times, 8 June 1869, p. 12e.

Two years later it was said that the earlier Bill which represented the Board of Trade’s

views received ‘a very cool reception in the House’: Parl. Deb., vol. 204, col. 1387,

6 March 1871.

(1873) Bill No 133. It received a first reading on 21 April 1873, and was withdrawn on

7 July 1873. Sampson Lloyd commented that ‘the opposition of one member of the house

was sufficient to prevent it being proceeded with’: The Times, 24 September 1873, p. 12c.

Introduced by Lord Cairns on 22 June, the Act received royal assent on 13 August. See

Parl. Deb., vol. 225, col. 155, 15 July 1875; Parl. Deb., vol. 226, col. 703, 7 August 1875;

The Times, 10 September 1875, p. 8a.
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The making of modern trade mark law 11

Although the two Acts and the Select Committee constitute key
developments in the period, trade mark protection was being developed
apace in other fora.”* The 1860s witnessed a surge in case law on trade
marks, with some fifty-nine reported cases, compared to twenty-five in
the 1850s, fifteen in the 1840s and ten in the 1830s.”” In part, this case
law was driven by a growth in the use of marks and a sharp increase in
advertising,”° following the reduction in stamp duty on newspaper adver-
tising in 1833 and its removal in 1855, as well as the triumph of the
spectacular Great Exhibition of 1851.°% The desire to litigate may also
have been facilitated by the progressive reforms of the judicial system (in
particular, the procedural rules applicable in the courts of equity).’’

>* L ord Langdale, Lord Cranworth and Lord Justice Mellish had given ... recognition to
the Law of Trade Marks, and Lord Westbury and Sir William Page-Wood, afterwards
Lord Hatherley, had finally established the rights of owners of Trade Marks. The nature
of this property being once established, the next step was to give it statutory recognition,
and supply facilities for securing it protection, and this Lord Cairns undertook in the
Trade Marks Act 1875, which for the first time established a system of Registration of
Trade Marks in accordance with the practice of Foreign countries, in which perhaps
English Trade Marks are, from the reputation of the English manufacturer, a property
more important even than in the British dominions.” J. Lowry Whittle, “The Late Earl
Cairns’ (1885-6) 11 Law Mag & L Rev (5th ser.) 133, 150. Whittle was Assistant
Registrar of Trade Marks and Designs from 1876.

The numbers are derived from an examination of the cases digested in Lewis B.
Sebastian, A Digest of Cases of Trade Mark, Trade Name, Trade Secret ... decided in the
courts of the United Kingdom, India, the Colonies and the United States of America (London:
Stevens and Sons, 1879).

The claimant in Holloway v Holloway (1853) 13 Beav 209, for example, spent £30,000 per
annum on advertising, ‘a sum equal to the entire revenue of many a German principality’:
see ‘Advertisements’ (1855) 97 Quarterly Review 183, 212. Nevett tells us that this
increased to £40,000 in 1864, and £50,000 in 1883, the year of Thomas Holloway’s
death: T.R. Nevett, Advertising in Britain: A History (London: Heinemann / History of
Advertising Trust, 1982) 71.

One of the few histories of advertising focussed on Britain describes the period between
1855 and 1914 as the period of ‘the great expansion’ of advertising: Nevett, Advertising in
Britain Ch. 5.

T. Richards, The Commodity Culture of Victorian England: Advertising and Spectacle,
1851-1914 (London: Verso, 1991). Aspects of Richards’ argument are criticized by
Roy Church in ‘Advertising Consumer Goods in Nineteenth-Century Britain:
Reinterpretations’ (2000) 53(4) Economic History Review 621, 629-30. Church, at 633,
suggests that in the 1850s manufacturers attempted to distance themselves from the
excesses of hyperbolic advertising by adopting a minimalist approach announcing ‘the
products coupled with the name of the supplier and sometimes a message of no more than
two or three words intended to associate name with product such as ... “Glenfield’s
Starch”, “Colman’s Mustard”, ... “Pear’s Soap™’. It was precisely these pithy designa-
tions that were involved in many trade mark cases.

The Chancery Regulation Act 1862, usually known as Sir John Rolt’s Act, required
Chancery courts to determine issues of law and fact rather than, as was previously the
practice, staying proceedings for equitable relief and requiring parties to have these
matters determined in a court of law. This was clearly a significant development in
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This flurry of cases not only led to an elaboration of the applicable

principles and rules, but also produced a level of consistency and coher-
ence that had, prior to that, been difficult to establish, with judgments of
different courts and different personnel appearing very sporadically.
A hugely significant figure during the 1850s and 1860s was Vice-
Chancellor Page-Wood, who decided at least forty-five cases,’’ though
Lord Westbury LC had an important impact in developing protection
during his relatively short tenure of the office of Lord Chancellor from
1861 to 1865.°! Counsel, too, remained remarkably stable, with Sir John
Rolt, Hugh Cairns and Roundell Palmer having the majority of the trade

6

6

o

=

relation to trade mark matters, where the practice had been for Chancery courts to refuse
relief in any situation of doubt. See, for examples of the previous practice, the series of
actions in Farina v Silverlock (1855) 1 K&]J 509, 517, 69 ER 560; (1856) 6 De GM & G
214,43 ER1214;4 K &J 650, (1858) 70 ER 270, or Rodgers v Nowill (1857) 6 Hare 325,
67 ER 1191; (1847) 5 CB 109, 136 ER 816; (1853) 3 De GM & G 614, 43 ER 241.
For the period from 1853 to 1868, Page-Wood was one of the three Vice-Chancellors,
and later was briefly Lord Chancellor (Hatherley). The cases in which he was involved
were: Flavel v Harrison (1853) 10 Hare 467; Edelsten v Vick (1853) 11 Hare 78; Farina v
Gebhardr (1853) Seb. Dig (118) 64; Hoffman v Duncan (1853) Seb. Dig (122) 66; Taylor
v Taylor (1854) 23 LJ Ch 255; Farina v Silverlock (1855) 1 K & J 509; Welch v Knott
(1857) 4 K & J 747; Collins Co. v Brown (1857) 3 K&J 423; Collins Co v Cohen (1857) 3
K&J 428; Ansell v Gaubert (1858) Seb. Dig (163) 91; Churton v Douglas (1859) Seb. Dig
(172) 96; Mappin Bros. v Mappin & Webb, The Times, 31 May 1860, p. 11a; Henderson v
FJorss, The Times, 22 June 1861, p. 11b; Dent v Turpin (1861) 2 J & H 139; Cartier v
Westhead, The Times, 12 July 1861, p. 11a; Cartierv May, The Times, 13 July 1861, p. 11a;
Youngv Macrae (1862) 9 Jur NS 322; Woolam v Rarcliff (1863) 1 H & M 259; Batry v Hill
(1863) 1 H & M 264; Braham v Bustard (1863) 1 H & M 447; Leather Cloth Co. v
Hirschfield (1863) Seb. Dig (214) 120; Leather Cloth Co. Ltd v American Leather Cloth Co.
(1863) Seb. Dig (223) 127; Leather Cloth Co. Ltd v Hirschfield (No. 2) (1863) Seb. Dig
(224) 130; Browne v Freeman (1864) 12 WR 305; M’Andrew v Basset (1864) 33 1J
Ch 561; Farina v Cathery (No. 1), The Times, 30 April 1864, p. 13c; Montague v Moore
(1865) Seb. Dig (242) 141; The Correspondent Newspaper Co. Ltd v Saunders (1865) Seb.
Dig (246) 143; Williams v Osborne (1865) 13 LT 498; Leather Cloth Co. Ltd v Hirschfield
(No. 3) (1865) Seb. Dig (252) 148; Harrison v Taylor (1865) 11 Jur NS 408; Southorn v
Reynolds (1865) 12 LTNS 75; Beard v Turner (1865) 13 LT 746; Ainsworth v Walmsley
(1866) LR 1 Eq Cas 518; Standish v Whitwell (1866) 14 WR 512; Morgan v M’adam
(1866) 36 L] Ch 228; Scott v Scorr (1866) 16 LT 143; Liebig’s Extract v Hanbury (1867)
17 L'TNS 298; Blackwell v Crabb (1867) 36 L] Ch 504; Graveley v Winchester (1867) Seb.
Dig (272) 162; Field v Lewis (1867) Seb. Dig (280) 167; Stephens v Peel (1867) 16 LT
145; Farina v Cathery (No. 2), The Times, 27 April 1867, p. 10d; Lamplough v Balmer
(1867) WN 293. Page-Wood V-C was made Lord Chancellor in 1868 and in this
capacity he presided in Wotherspoon v Currie (1871-2) LR 5 HL 508. For biographical
background relating to Page-Wood, including an incomplete autobiographical sketch,
see W. R. Stephens, A Memoir of Lord Hatherley (London: R. Bentley and Sons, 1883).
Westbury gave decisions in Edelsten v Edelsten (1863) 1 De G J & S. 185, Hall v Barrows
(1863) 4 De GJ & S 150, M’Andrew v Basset (1864) 4 De G J & S 380, as well as in the
House of Lords in Leather Cloth v American Leather Cloth Co. (1865) 11 HLC 523, and
Wotherspoon v Currie (1871-2) LR 5 HL. 508.



The making of modern trade mark law 13

marks business.®” During the 1870s, key figures in the judiciary were
Mellish L], Romer MR and Lord Cairns. And in the period from 1862 to
1882, the House of Lords heard five cases on trade marks: Leather Cloth,®>
Wotherspoon v Currie,’* Singer Machine Manufacturers v Wilson,®> Fohnston
v Orr-Ewing;°° The Singer Manufacturing Company v Loog.®” By the time
of the latter case, Lord Selborne L.C could refer to ‘the ordinary principles

applicable to trade-marks and trade-names’, and Lord Blackburn agreed

that the relevant law was ‘well-settled’.®®

Alongside judicial activity, commentators were beginning to collect,
organize and codify the decisions and statutes: beginning with Edward
Lloyd’s treatise in the early 1860s,°” Harry Bodkin Poland’s commentary
on the 1862 Act, Leone Levi’s International Commercial Law,” followed
by more substantial treatises by Ludlow and Jenkins and Frank Mantel
Adams in the early 1870s.”! Following the 1875 Act, a number of texts
were published commenting on the registration system: James Bryce
offered a supplement to Ludlow and Jenkins’ work,”” and Adams re-
issued his text with a copy of the Act;’” J. Seymour Salaman, solicitor to
the Trade Mark Protection Society, which had lobbied for the Act, issued
A Manual of the Practice of Trade Mark Registration;' * while John Bigland
Wood,”” Charles Drewry,% Lionel B. Mozley,77 Edward Morton

2 Cairns, a Tory, and Roundell Palmer, a Liberal, were later to be Lord Chancellors
(Cairns, in 1868, and from 1874 to 1880; Palmer from 1872 to 1874, and 1880-5). In
this capacity, Cairns introduced the 1875 Registration Bill into Parliament, and gave
judgments in the House of Lords decision in Singer v. Wilson (1877) LR 3 HL 376;
Roundell Palmer, as Lord Selborne L.C, was the leading judge in two House of Lords
decisions: Johnston v Orr-Ewing (1882) 7 HL 219, and The Singer Manufacturing
Company v Loog (1882) 8 HL 15.

3 Leather Cloth v American Leather Cloth Co. (1865) 11 HLC 523.

54 (1872) LR5HL518. © (1877) LR3 HL 376. ©°° (1882) LR 7 HL 219.

57 (1882) LR8 HL 15. °® (1882) LR 8 HL 15, 17, 29.

% The Law of Trade Marks (1862). Note also the paper by Professor Leone Levi, of King’s
College, London, ‘On Trade Marks’; and subsequent papers by E. M. Underdown, ‘On
the Piracy of Trade Marks’ (1866) 14 Jo Soc Arts 370; and Robertson, ‘On Trade
Marks’.

70 L. Levi, International Commercial Law (London: V. and R. Stevens, 1863) Ch. 20.

" Ludlow & Jenkins, A Treatise; E. M. Adams, A Treatise (1874).

72 1. Bryce, The Trade Marks Registration Acts 1875 and 1876 (London: William Maxwell &
Sons, 1877).

73 F.M. Adams, 4 Treatise on the Law of Trade-Marks: with the Trade-Marks Registration Act

of 1875 and Rules (London: Butterworths, 1876).

Salaman, A Manual of the Practice.

7> 1.B. Wood, The Law of Trade Marks (London: Stevens, 1876).

7 C.S. Drewry, The Law of Trade Marks (London: Knight, 1878).

L. B. Mozley, Trade Marks Registration. A Concise View of the Law and Practice (London:

1877).



14 Lionel Bently

Daniel”® and Lewis Boyd Sebastian offered yet more texts, the latter
establishing itself as the market-leader and going into five editions.”’
Another environment in which trade mark law was coming under
scrutiny was within the Foreign Office, which started to take a keen
interest in the laws of foreign countries.®” From as early as 1858, British
traders had sought the assistance of the Government in gaining some sort
of international recognition of their rights. The primary concern was
preventing use of British trade marks abroad, especially in Germany. In
a document submitted by various representatives of the Sheffield steel
goods trade to the Secretary of State for the Foreign Office, the Earl of
Malmesbury, the petitioners expressed the desire of securing for them-
selves and successors an honourable reputation and just rewards for their
efforts.®’ The Foreign Office responded by conducting a detailed inquiry
into the laws of foreign states through the network of consuls and embas-
sies. The resulting picture was uneven, with most laws seemingly based in
ideas of forgery, counterfeiting and deceit. The terms on which such
protection was made available were unclear, and the Foreign Office
decided to attempt to negotiate bilateral treaties protecting British
traders, following the model of the existing copyright bilaterals.®”
The first such treaty was signed with Russia in 1859, and was

"8 Daniel, The Trade Mark Registration Act.

7% L.B. Sebastian, The Law of Trade Marks and their Registration (London: 1878). Sebastian

went into five editions: 1884, 1890, 1899 (with Harry Baird Hemming), 1911 (with

Harry Baird Hemming and Skinner Raymond Sebastian). Note also Sebastian, Digest,

and Sebastian’s The Law of Trade Mark Registration (London: Stevens, 1906), issued in a

second edition by F. E. Bray and J. Q. Henriques in 1922. Kerly, the leading practitioner

text today, first entered the field in 1894: Kerly, The Law of Trade-Marks (with further

editions in 1901, 1908, 1913, 1923 and 1927).

As Leone Levi later wrote, in the context of discussion of an international commercial

code, ‘we are constantly borrowing from one another’: L. Levi, ‘An International

Commercial Code’, The Times, 27 August 1878, p. 6f. The Colonial and India Offices

were also significant. Note also the references to the Indian Penal code, (1861) Sol Jo &

Rep 3, and the reproduction of the relevant provisions at “Trade Marks and Property

Marks’ (1861) Sol Jo & Rep 14.

Robert Jackson, Hobson Smith, William Matthews to Earl of Malmesbury, 13 May 1858,

NA: FO 83/211.

82 Emerson Tennant, Board of Trade, to Malmesbury, 13 July 1858, NA: FO 83/211
(approving Foreign Office’s plans to negotiate bilateral treaties for mutual recognition
of trade marks but rejecting suggestion of ‘a regular system of mutual registration and
publication in the territories of contracting parties’). Examples of such treaties were the
Convention Between Her Majesty and the French Republic (Signed at Paris, 3
November 1851) (1852) 54 British Parliamentary Papers 103; Convention Between Her
Majesty and the King of Prussia (Signed at London, 14 June 1855) (1856) 61 British
Parliamentary Papers 263, Art. 3; Convention Between Her Majesty and the Queen of
Spain, (Signed at Madrid, 7 July 1857) (1857-8) 60 British Parliamentary Papers 261. See
C. Seville, The Internationalisation of Copyright: Books, Buccaneers and the Black Flag
(Cambridge: Cambridge University Press, 2006) 49-56.
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The making of modern trade mark law 15

closely followed by agreements with France, Belgium, Italy, the
Zollverein and Austria.>” This interest in legal protection for trade
marks in foreign countries continued and the findings started to be
published in the Parliamentary papers (or ‘blue books’ as they were widely
known): in 1872, there was published Reports Relative to legislation in
Foreign Countries on the subject of Trade Marks,"* along with a second
Report on Treaty Stipulations berween Greatr Britain and Foreign Powers on
the Subject of Trade Marks.®> Within a relatively short time, this activity
would intensify further,®® and consideration would be given to the for-
mulation of a multilateral treaty, ultimately resulting in the Paris
Convention on Industrial Property in 1883.%"

It was in these four environments that the British legal system seems to
have begun to develop its conception (and to contest various conceptions)
of trade mark law. Of course, what was at stake differed significantly from
domain to domain, but — importantly — none of these environments oper-
ated in isolation: appreciation of foreign law fed into calls for legislative
change,”® legislative reform fed into commentaries, commentaries into
case law (and vice versa), and judicial opinion into legislative reform.
Two examples of how these parallel developments were intertwined can
be seen in the persons of two key figures: Lords Westbury and Cairns.
Richard Bethell, then a barrister and MP, chaired an early meeting of
the Royal Society of Arts at which Leone Levi gave a paper highlighting
deficiencies in the protection of trade marks.”” Bethell, later as Lord

83 Treaty of Commerce and Navigation with Russia (St Petersburg, 12 January 1859);

Treaty of Commerce with France (Paris, 23 January 1860); Treaty of Commerce and

Navigation with Belgium (London, 23 July 1862); Treaty of Commerce and Navigation

with Italy (Turin, 6 August 1863); Treaty of Commerce with the Zollverein (Berlin,

30 June 1865); Treaty of Commerce with Austria (Vienna, 16 December 1865); Treaty

of Friendship, Commerce and Navigation with Columbia (London, 16 February 1866).

C.—596. Setting out the laws of Austria, Belgium, Denmark, France, Germany,

Netherlands, Portugal, Russia, Spain, Sweden, Switzerland, Turkey and the United

States.

Setting out treaties with Austria, Belgium, Colombia, France, Italy, Russia and the

Zollverein.

A further investigation of foreign laws resulted in another blue book: Reports relative to

Legislation in Foreign Countries on the Subject of Trade Marks Part 1. European Countries,

C. 2284 (1879) 73 Parliamentary Papers 469. Note also Extracts from Treaties and

Declarations Now in Force Between Great Britain and Foreign Powers Relating to Trade

Marks, Designs and Industrial Property (C.-5554) (1888) 98 Parliamentary Papers 745.

Although Great Britain was not originally a party, it joined in 1884.

88 Parl. Deb., vol. 161, col. 327, 12 February 1861 (Lord Chancellor stating that ‘In most
other countries the forging of such marks was a crime’); Underdown, ‘On the Piracy of
Trade Marks’; E. Lloyd, ‘On the Law of Trade Marks No. V’ (1861) Sol Jo & Rep 614.

89 Fifteenth Ordinary Meeting’, (1859) Jo Soc Arts 262. Bethell made a number of
comments at the end of Levi’s talk emphasizing that counterfeiting ‘is in effect theft ...
The thief obtains at once the fruits, probably, of a life of labour, invention and industry’.
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16 Lionel Bently

Chancellor Westbury, gave ground-breaking decisions widening and
strengthening protection.’” Lord Cairns, who, as Lord Chancellor, intro-
duced the 1875 Trade Mark Registration Act into Parliament, had him-
self frequently appeared in trade mark litigation, first as a barrister and
then as a judge, and had also been a member of the 1862 Select
Committee.”’

The debate over the nature of a trade mark

Rather like the situation with the concept of a ‘brand’ today, in 1860 there
was no ‘legal’ conception of a trade mark. To the extent that the term had
meaning, it was as a description of a particular commercial artefact or
insignia: the legal system at this stage building its categories and actions
either around more general notions, such as deceit, fraud, misrepresen-
tation or cheat,”’” or around specific trades or products. This meant that
the identification of what was a ‘trade mark’ was, at mid-century, of little
consequence;’” or, as barrister William Hindmarch explained to the
Select Committee, the term ‘trade mark’ was ‘an improper term, except
in Hallamshire’ (that is, within a six-mile radius of Sheffield).’*

Over the next thirty years, as the legal system began to treat the concept
of a ‘trade mark’ as a term of art, carrying legal consequences, the term
became highly contested. This process of legal definition really began
with the formulation of the Bills in 1861 and 1862, and the subsequent
Select Committee. Virtually everyone agreed that the laws preventing the
fraudulent use of ‘trade marks’ needed to be strengthened and the prev-
alent assumption seemed to be that some law — whether based on crim-
inalization, registration or property — should apply to use of marks in all
trades. Trade-specific legislation was seen as lacking in principle, irra-
tional and productive of unnecessary and undesirable distinctions:

%0 The Solicitors’ Fournal welcomed Lord Westbury’s contribution to the jurisprudence

relating to trade marks, asserting that ‘under his authority, the extent of the jurisdiction
of courts of equity in granting injunctions has been defined in a broad and philosophical
manner’: “Trade Names and Marks’ (1864) Sol Jo & Rep 175, 177. Another key figure in
the judicial development of trade marks was Page-Wood V-C, who was also President of
the Jurisprudence Section of the Social Science Association in 1859, just when it was
campaigning for trade mark reform. See Goldman, ‘“The Social Science Association,
1857-1886’ 95, 127 n. 3.

Though he does not appear to have attended a single meeting of its proceedings.

Some opposed the shift from ‘fraud’ to ‘trade mark’: see Crauford, (1862) Parl. Deb.,
vol. 165, col. 770, 26 February 1862.

One exception to this would have been when a trader sought to transfer its business and
trade marks.

9% Select Committee (1862), Q. 2757 (W. Hindmarch).
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The making of modern trade mark law 17

a modern law should be general and applicable to all trades.’” In drafting
laws regulating the use of ‘trade marks’ it was necessary to determine
exactly what was meant by that term — as Milner Gibson, President of the
Board of Trade, noted in the Commons, ‘[t]he question which, under the
circumstances, naturally suggested itself was, what was a trade mark [?]’
(emphasis added).”®

For those proposing protection only with registration, significantly
greater precision seemed to be required.”’ This was because certain
assumptions were being made about the nature, role and effect of regis-
tration.”® On the assumption that registration was going to delineate a
field of exclusivity, then it was perceived to be important that the field be
established with clarity and certainty through some form of representa-
tion. Such a representation necessarily involved decontextualization: the
sign protected would have to be extracted from its usual environment
(whether a wrapper, or stamped into a knife blade, or featured on the end
of a piece of cloth) and re-presented in a register. In turn, registration
required that the meaning and significance of the mark necessarily be
inherent in the representation itself, rather than from its relation to other
signs, images, shapes, or get-up. Accordingly, the definition of trade
marks (or at least, registrable trade marks) had to be limited to matter
that traders could identify ex ante as worth protecting, and which could be
represented in a meaningful way.

95 One commentator asked, rhetorically, whether ‘the makers of pins or needles, powder or

shot, hair-dye or Eau-de-Cologne are not entitled to precisely the same protection, and
by the use of the same means, as the makers of knives and forks, or a ship’s anchor?’:
‘Proposed Alterations in the Law of Trade Marks’ 3. For this reason it was argued that the
law must go beyond stamping or marking goods to encompass marking of labels and
packages.
96 Parl. Deb., vol. 165, col. 446.
°7 A broad definition of registrable trade marks might be problematic bureaucratically, and
have undesirable legal consequences. Proponents of registration, such as Ryland, seemed
to have thought the Registry would not work as well were it ‘so very large’: Select
Committee (1862), Q. 737 (Ryland). See also Alfred Marten (for Mr Hermon), Parl.
Deb., vol. 226, cols. 703—4, 7 August 1875 (stating ‘he wished to call attention to the
difficulty of getting a proper definition of the term “trade mark™ and arguing that ‘it
would be better for the purposes of registration not to undertake the difficult task of
definition, but to simply use the term “trade mark” and leave the definition to the
ordinary Courts of Law’).
Cf. the views of William Hindmarch, who opposed a registration system. Hindmarch
observed that if rights were based on ‘use’ but registration was based on some sort of act
of ‘representation’ then the necessary gap between ‘representation’ and ‘reality’ would
mean that third parties could not rely on the representation. Alternatively, if, following
registration, the trader’s rights were to be based on the representation then it followed
that the act of representing the mark would have altered the very nature of the subject
matter that was protected: Select Commuttee (1862), Qs. 1881, 2997 (Hindmarch).
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18 Lionel Bently

That said, the legislative arena was not the only one in which the process
of defining trade marks was beginning to be important. In international
negotiations, the question of what could be a trade mark, or receive pro-
tection, was critical — different governments needed to understand what
each others’ systems protected, and to find a vocabulary that could be used
to designate what any treaty covered. An 1858 attempt by the Foreign
Office to discover whether British traders were protected in Prussia imme-
diately ran into confusion. The Prussian Penal code provided that:

Whosoever shall forge the name or firm and the place of residence or place of
manufacture of a native manufacturer, Producer or Merchant, on goods or bales,
or knowingly bring into circulation goods thus fraudulently marked, shall be
punished with a fine of fifty up to one thousand Marks and on repetition of the
offence shall beside undergo a term of imprisonment not exceeding six months.”’

Seemingly confining its own protection to the combination of name and
place, the Prussian respondent queried what the British Foreign Office

meant by the term ‘trade mark’, in particular inquiring whether the term

included or excluded ‘arbitrary signs not couched in words or letters’.'*°

Specific treaty provisions sought to overcome the question of definition
in various rather inconsistent ways. The Austrian Treaty of 16 December

1865, for example, referred to ‘trade marks and other distinctive

marks’,'’" a Treaty with the Zollverein in 1875 referred to ‘marks or

labels of goods, and of their packages’,'®* while the US Treaty of 1877
gave subjects and citizens of the USA the same rights as British citizens ‘in
everything relating to property in trade marks and trade labels’.'”®> An
1882 Convention with the French Republic, referred to protection of
‘rights of property in trade-marks, names of firms, and other distinctive
marks showing the origin or quality of goods’, while a series of

Conventions with Rumania (1880), Serbia (1882) and Montenegro

(1882) referred to property in ‘trade-marks and trade-labels or tickets’.'**

By the late 1870s, Edmund Johnson, Secretary to the London Trade

99 Prussian Penal Code 1851, Art. 269.

100 Baron Manteuffel to Augustus Paget, 1858, Berlin, in NA: FO 83/211.

Treaty of Commerce between Her Majesty and the Emperor of Austria, Vienna,
4 January 1866, Art. 11 in Treary Stipulations Between Great Britain and Foreign Powers
on the Subject of Trade Marks (1872) (C. 633) 54 Parliamentary Papers 673, 675.
Declaration for extending to German Empire Stipulations in Commercial Treaty Between
Great Britain and Zollverein, May 1865, for Protection of Trade Marks, London, April
1875 (C. 1207) (1875) 82 Parliamentary Papers 585.

Declaration between Great Britain and United States for Protection of Trade Marks (C. 1901)
(1878) 80 Parliamentary Papers 439. See also Declaration between Great Britain and Denmark
for the Protection of Trade Marks, Copenhagen, November 28, 1879 (C. 2463) (1880) 78
Parliamentary Papers 295 (‘everything relating to property in trade-marks and trade-labels’).
104 Extracts from Treaties and Declarations Now in Force 745, 749-52.
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Marks’ Committee, identified the question of the definition of what is
meant by a trade mark as the first key step towards any possible multi-
lateral agreement for the protection of marks.'’” “The initial difficulties
which must encounter any attempt to establish an international trade
mark law’, Johnson asserted, ‘will be found in the fact that each country
has defined a trade mark according to its own prevalent ideas of what it
should be, and not with the view of finding some definition which would
be common to all countries’. It was of ‘pressing importance’ to unify at
the earliest possible moment the definition of a trade mark.

The question of what was a ‘trade mark’ was also being discussed in the
case law on equitable protection against misrepresentations in trade. In
one case, Lord Westbury LC differentiated between ‘a trade mark prop-
erly so called’ and other insignia.'’® It is perhaps no coincidence that
Lord Westbury should have been the first to distinguish between ‘trade
marks’ and other misrepresentations in trade, because it was he who was
advocating that trade marks be viewed as ‘property’. As with registration,
the proposal that certain signs be treated as ‘property’ seemed to require
that there be an identifiable, distinct, autonomous object, and Lord
Westbury gradually began to clarify what he understood to be the defin-
ing characteristics of trade marks.

However, judicial definition and categorization of signs was not neces-
sarily tied to adoption of a proprietary understanding of (what we now
call) passing off. The process of definition was also a predictable response
to the sheer proliferation of cases: the judiciary were starting to elaborate
rules from holdings in particular instances, and the type or form of the
misrepresentation was treated as a relevant factor in developing such
rules. Grappling for labels, the judiciary would refer to ‘real trade
marks’, and even began to draw up a taxonomy of marks carrying differ-
ent legal effects.'®” These processes of defining a trade mark were in turn
aided by the work of commentators and textbook-writers. Many com-
mentators felt it was necessary at least to define their subject and explain

105 yohnson, ‘Trade Marks’ 493, 497-8.

106 Hall v Barrows (1863) 4 De G J & S 150, 157. Note also Leather Cloth v American Leather
Cloth Co. (1865) 11 HL.C 523, where Lord Westbury described the plaintiff’s symbol as ‘in
reality an advertisement of the character and quality of their goods’, not something which
had ‘hitherto been properly designated by’ the term ‘trade mark’ (546). Lord Kingsdown,
at 538, said that what ‘is usually meant by a trade mark’ is a ‘symbol or emblem’ which has
by use come ‘to be recognised in trade as the mark of the goods of a particular person’.

107" Singer Manufacturing v Wilson (1876) LR 2 Ch Div 434, 441-3 Jessel MR (dividing cases
of false representations into two classes: true trade marks, that is, ‘a mark which shews
that the goods are made by some particular maker’, and a second class where without
using the plaintiff’s mark there is a representation that the goods are those of the
plaintiff). James L], on appeal, at 451 approved the analysis.
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why it deserved its own treatment. As Underdown wrote: ‘the accurate
definition of a Trade Mark properly so-called, is of the highest impor-
tance to the due understanding of the subject and its difficulties’.’?®
Likewise, Sebastian’s text asked rhetorically ‘with what class of objects
is this branch of the law concerned?’ and proceeded to attempt to dis-

tinguish ‘true trade marks from other marks’.'%’

The meaning of trade mark

Over the next decades a number of possible conceptions of the nature and
function of a trade mark were suggested. Amongst the contested issues
were questions of the form of trade marks: whether they were confined to
names or visual images and devices or encompassed words. There were
also questions as to the manner in which trade marks were associated with
goods — was a sign a trade mark only if it was impressed on goods, or could
material associated with goods, such as labels, wrappers and bottles
constitute trade marks? Finally, there were questions about which
marks stamped on goods were trade marks and which were not; and
whether trade marks functioned to indicate trade origin, geographical
origin or quality (or something else). As we will see, these questions were
not resolved by the 1875 Trade Marks Act, and the definition of trade
mark (or registrable trade mark) continued to be debated well into the
twentieth century — with statutory changes to the definition of registrable
marks being made again in 1883, 1888 and 1905. Indeed, while aspects of
the debates over the definition of ‘trade marks’ are in many ways different
to those of today, many of the concerns remain the same. Here I want to
confine my discussion to two questions concerning what types of matter
could be marks, and two concerning the meaning conveyed by the mark.

Names

The first area of interest relates to names. It seems clear, at least from the
submissions to the Select Committee of 1862, that many considered the
name of a trader as the archetypal trade mark.''® This is perhaps not
surprising: the existing trade-specific statutory regimes which covered

108 Underdown, ‘On the Piracy of Trade Marks’.

109 Sebastian, The Law of Trade Marks (1878), at 14, 16.

119 This can be seen from the explanation of solicitor John Morris, that “Trade marks are not
confined to the name of the manufacturer or owner, but extend, ... to the use of signs
and marks of every conceivable kind’. See ‘On Fraudulent Trade Marks’, reporting a
paper by John Morris given to the Metropolitan and Provincial Law Association,
Worcester.
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linen, hops and patentees (referred to above) had provided protection
against counterfeiting of names used on goods and sometimes even com-
pelled the marking of goods with the manufacturers’ names; while both the
criminal law of forgery and civil law relating to trade misrepresentations
had been invoked against misuse of (amongst others) BORWICK’S,
VELNO’S,'!! EVERETT’S, SYKES’, RODGERS’, MORISON’S and
HOLLOWAYS. As Salaman observed in his 1876 treatise, ‘a man’s name
is still [a] stronger trade mark than any that can be devised’.'"*

What is more interesting about the perception of the name as the
archetypal trade mark is that it points to a rarely noticed conception of
trade mark protection as founded in personhood. While English law may
have declined to recognize a right of personality (and continues to do so
today),''” the laws that were in the process of recognition in this period
seem to have been informed by (even if they did not articulate) an idea of
inherent right in a person’s name. Indeed Potter, one of the members of
the Select Committee, inquired of deponents whether they would ‘grant a
mark without a name’,"'* and himself advocated that protection be con-
fined to names and monograms accompanied by names.''> Others were
open to recognizing a broader notion of what could be protected, so as to
include, for example, marks or devices, but largely on the basis that these
were substitutes or proxies for names, signatures or addresses. As Arthur
Ryland, a chief proponent of registration, indicated, ‘[w]hat a crest or
coat of arms is to a gentleman the trade mark is to the manufacturer’.

If names were the archetypal trade marks, the question of their pro-
tection immediately pointed to two distinct difficulties. The first was the
problem of reconciling the inherent right of one trader to gain protection
for the use of his name on goods and the inherent right of a trader of the
same (or a similar) name to use his or her name. The courts had already
encountered exactly such problems in applying the extended law of deceit
(which we now label ‘passing off’), and had resolved that if the use was
bona fide the court would not interfere,''® but if there was evidence of

UL Canham v Fones (1813) 2 V&B 218 (VELNO’’s vegetable syrup).

12 Salaman, 4 Manual of the Practice 11.

Y3 Clark v Freeman (1848) 11 Beav 112 (unsuccessful action by royal surgeon, Sir James

Clark to prevent defendant selling its goods as ‘Sir J. Clarke’s Consumption Pills”);

Belisle Du Boulay v Fules Réné Herménégilde du Boulay (1869) LR 2 PC 430 (holding no

right to prevent a former slave using the Du Boulay name in St Lucia).

Select Committee (1862) Q. 2684. Travers Smith responded that he would: while ‘a mark

with a name would be far better, because that would indicate origin ... many valuable

existing marks are without names’.

15 1bid. Q. 2181 (Potter).

116 Burgess v Burgess (1850) 3 De G M & G 896 (action by father who sold essence of
anchovies under the name JOHN BURGESS AND SON against his son, William Harding
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fraudulent intent the court would prevent further use of the name.''’
However, the recognition that other traders might legitimately use the
same name as one already used by an existing trader was a problem for
those who wanted trade marks to be seen as property, because the
determination of the legitimacy of the use necessarily depended upon its
context.''® Either the proprietary regime would need to be carefully
calibrated to accommodate the special position of names (as it is in
today’s law — section 11(2)(b) of the Trade Marks Act 1994), or names —
the archetypal marks — would need to be excluded from registration as
such. And it was the latter course that was adopted in the 1869 Bill which
proposed the registration of marks that would be protected by law, other
than ‘a name of a person, firm, or company only unaccompanied by a
mark sufficient to distinguish it from the same name when used by other
persons’. Similarly, the definition of a trade mark successfully adopted in
1875'"? permitted only the registration of a name of an individual or firm
‘printed, impressed or woven in some particular and distinctive manner’,

or ‘a written signature or copy of a written signature of an individual or

firm’ 120

The perception that names were extensions of personhood threw up a
second problem: that is, why such right should need to be based on
registration. Indeed, there seems to have been quite widespread opinion
that names were so special that a kind of inherent right existed warranting
protection without formality, whereas other insignia such as emblems or

Burgess, for using name w.H. BURGESS, and label BURGESS’S ESSENCE OF
ANCHOVIES failed, though Knight Bruce LJ recognized that the case would have
been different had there been ‘any circumstance of fraud’); Mappin Bros. v Mappin &
Webb, The Times, 31 May 1860, p. 11a; Dencev Mason (1880) 41 LTNS 573 (preventing
defendant using plaintiff’s name ‘BRAND’ but permitting him to use as ‘MASON AND
BRAND’); Dunnachie v Young (1883) 10 Sess. Cas. (4th Ser.) 874, 885 (per Lord
Craighill, stating that ‘the name of a person may be a trade-mark’ but observing that
other manufacturers of the same goods with the same name may use that name as long as
they make bona fide efforts to distinguish their goods and avoid deception).
Croft v Day (1843) 7 Beav 84 (Day, surviving partner of Day and Martin, blacking
manufacturers, successful against nephew, also called Day, who had joined with a friend
called Martin in the manufacture of blacking); Holloway v Holloway (1853) 13 Beav 209
(protection of manufacturer of HOLLOWAY’S PILLS AND OINTMENTS at 244 Strand
against Henry Holloway who had set up business as ‘H. Holloway pills and ointments’ at
210 Strand using similar boxes, pots, labels and wrappers to those of the plaintiff; while
recognizing the defendant’s right to constitute himself a vendor of Holloway’s pills and
ointments, Lord Langdale MR found there was clear evidence of fraudulent intent).
The 1862 Merchandise Marks Act, which imposed criminal liability only where there
was a demonstration of fraudulent intent, had little problem in including names within
the scope of its definition of trade mark.
119 Alfred Marten (for Mr Hermon), 226 Parl. Deb., vol. 226, col. 703—4, 7 August 1875.
120 Rather startlingly, Sebastian in his 1878 text Law of Trade Marks asserted that ‘a name is
in its very nature generic, and is properly applied to designate, not one individual in the
world, but, it may be, many thousands, to all of whom it is equally appropriate’: 18—19.
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devices should only be protected if used in trade or registered.'”’
Accordingly, if a trade mark registry was to be employed, it should only
cover emblems and symbols, not names, which should receive legal
protection automatically.’??> The 1875 Act, as we have just noted,
allowed only for protection of names in limited circumstances.
However, in order to avoid prejudice to existing interests,'*” the Act
also permitted the registration of ‘any special and distinctive word or
words or combination of figures or letters used as a trade mark before
the passing of this Act’. The Act, unfortunately, left unclear the relation-
ship between registration, non-registrability and other forms of protec-
tion. For some time, at least some commentators thought that the
common law protection was abolished and that protection arose under
the Act alone.'** Had such a position been adopted by the courts, traders
who chose to use their own names (unaccompanied by a distinctive
device) would have been left with virtually no protection under the
civil law.

Other indicia

Nearly all those involved in the processes of defining the concept of a
‘trade mark’ accepted that it must cover ‘marks’, ‘symbols’, ‘emblems’
and other visual ‘devices’. Such signs were precisely what had been
protected under the regime operated by the Cutlers Company of
Sheffield,’*” which was in many ways the model relied on by those
seeking recognition of trade marks as properties by registration. Such
‘marks’ had also been protected by the statutes relating to hallmarking,
the marking of gun barrels, linens, and the protection of patentees.

121 Select Commitree (1862) Q. 725 (Ryland) (‘I would have registered simply the trade

mark; it appears to us unnecessary to register the names of those manufacturers who

have not adopted a mark’); 732 (‘no one can use the name of another, without authority,

innocently’); “The Registration of Trade Marks’, reporting a paper by Arthur Ryland

(prohibiting fraudulent use of a name or label was desirable, ‘but the error was in

including them under the term trade mark’).

Yet others thought that both names and marks were equally deserving of protection and

should be susceptible to registration, if such a system were adopted: Select Committee

(1862), Q. 1111 (J. Smith) (‘the name in many instances might be a trade mark alone or

in combination with a cipher’).

123 Alfred Marten (for Mr Hermon), Parl. Deb., vol. 226, cols. 703—4, 7 August 1875.

124 See below.

125 The two most famous such marks in this period were the Rodgers mark which com-
prised a Star and Maltese cross (originally granted to William Birks in 1682) and the
*x L mark used by George Wolstenholm & Sons, originally granted to William Smith in
1787: D. Higgins and G. Tweedale ‘Asset or Liability? Trade Marks in the Sheffield
Cutlery and Tool Trades’ (1995) 37 Business History 1, 6.
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Indeed, such insignia were uppermost in the minds of many of those who
discussed trade mark matters in this period. For example, one commen-
tator in the Solicitors’ Journal identified ‘what is popularly known as a
trade mark’ with ‘a certain device representing some animal known to the
actual or mythical world, which is impressed upon each article’ — though
few contemporaries would actually have limited the concept of marks to
representations of animals.'*°

While there was no doubt that such emblems should be encompassed
in the definition of a trade mark, contemporaries contested how much
further a definition could — or should — go. The courts had indicated that
the protection the law provided against fraudulent misrepresentation
could extend to misrepresentation by use of any and all indicia,'?’ and
relief had been accepted as in principle available in relation to the frau-
dulent use of a particular name and livery for a bus service, as well as the
use of cotton ties in a particular place on fabric.'*® John Polson, of the
starch-maker Brown and Polson, giving evidence to the Select
Committee, said he wanted a means of ‘claiming property in trade
marks, and in the general features of the packet, or style of getting up,
and in the name of the article’.'?° And Adams, in his textbook on trade
marks, ’° defined a trade mark as ‘any symbol, or mark, or name, or other
indication’ including a ‘mode of tying bundles of goods or of peculiarly
shaped bottles or boxes exclusively associated with the plaintiff’s manu-
facture or business’. However, as far as registration was concerned, little
consideration seems to have been given to protection of shapes, get-up or
what we now call ‘exotic’ marks. Perhaps those seeking protection were
few, and the problems associated with representing such marks so trans-
parent, that interested traders were content enough to rely on whatever
protection the common law and criminal provisions provided in cases of
real fraud.

However, controversy did surround the extent to which words could or
should be protected as trade marks. Certainly, words had been protected
at common law. In Perry v Truefit, Lord Langdale MR had considered the
phrase MEDICATED MEXICAN BALM protectable in principle, and other
cases recognized the possible protection of the words SOLID-HEADED

126 proposed Alterations in the Law of Trade Marks’ 3.

127 Perry v Truefitr (1842) 6 Beav 66, 73.

128 Knowt v Morgan (1836) 2 Keen 213 (imitation of overall trade dress of claimant’s
omnibus business, including livery of staff, gave rise to injunction, though this was
confined to ‘names, words or devices’ on its buses which were colourable imitations of
the claimant’s); Woollam v Ratcliff (1863) 1 H & M 259 (tying of silk).

129 Select Commitree (1862) Q. 1971 (Polson).  '*° F. M. Adams, 4 Treatise (1874) at 8.



The making of modern trade mark law 25

PINS,'”! THE EXCELSIOR WHITE SOFT SOAP, > COCOATINA, >
PESSENDEDE, as well as geographical names such as GLENFIELD and
ANATOLIA.?* Some of the judges had begun to differentiate between
protectable and unprotectable words, sketching taxonomies of marks.
For example, when holding that ‘COLONIAL LIFE ASSURANCE’ was not
the exclusive property of the first trader to employ the phrase, Sir John
Romilly MR sought to categorize signs as ‘distinctive marks’, ‘symbolical
cases’ and, unprotected, ‘descriptive terms’.'?> In Leather Cloth Co. v
American Leather Cloth (1865),"° the claimant claimed protection of
the court for a mark comprising a circle including the words ‘CROCKETT
INTERNATIONAL LEATHER CLOTH CO. EXCELSIOR. JR & CP
CROCKETT & cO MANUFACTURERS, NEWARK HJ USA WEST HAM
ENGLAND’. (The defendant’s ‘logo’ was a semi-circle including the
words ‘AMERICAN LEATHER CLOTH COMPANY. SUPERIOR, LEATHER
CLOTH MANUFACTURED BY THEIR MANAGER LATE WITH JR & CP
CROCKETT 12YDS OLD KENT ROAD, LONDON’.) Lord Kingsdown said
that what ‘is usually meant by a trade mark’ is a ‘symbol or emblem’
(rather than words) which has by use come ‘to be recognised in trade as
the mark of the goods of a particular person’. Lord Westbury averred:

I ought to have regarded this affix to the Plaintiff’s goods, which is here denomi-
nated a trade mark, as something which, according to the anterior usage and
applications of the words ‘trade mark’, by no means resembles or comes within
the description of anything that has hitherto been properly designated by that
name ... My Lords, what is here called by the Appellants a trade mark, is, in
reality, an advertisement of the character and quality of their goods.

While the judges may have made progress in gradually differentiating
between the protection afforded to various words depending upon the
meaning the words conveyed when used in specific (and known) con-
texts,'”’ the proponents of property in marks faced a much more difficult
task. If the registration of a word was to be permitted, and the conse-
quence of such registration was to be that the registrant had the exclusive
right to use the word on specified goods, it would be necessary to produce
a mechanism of determining in advance (and without context) the mean-
ing of any words for which registration was sought. Moreover, even with

131 Edelsten v Vick (1853) 11 Hare 78.  '*? Braham v Bustard (1863) 1 H & M 447.

133 Schueitzer v Atkins (1868) 37 L] Ch. 847.

134 A Andrew v Basser (1864) 33 L] Ch 561.

135 Colonial Life Assurance Co. v Home and Colonial Life Assurance Co. (1864) 33 Beav 548.
136 Leather Cloth v American Leather Cloth Co. (1865) 11 HLC 523, 538 per Lord
Kingsdown.

Including the idea of secondary meaning of terms whose primary meaning is descriptive:
Lord Westbury in Wotherspoon v Currie (1871-2) LR 5 HL. 508.
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the benefit of a categorical scheme indicating which marks should be
registrable, the operation of such a system would necessarily involve
investing some low-level administrator with the power to accept or refuse
registration. An additional worry was that such a broad system would lead
to a proliferation of rights or properties. One merchant giving evidence to
the Select Committee argued that protection should be limited to devi-
ces.'”® This reflected a real fear of a multiplication of protected marks
which could render merchants liable, and a consequent desire that whole-
salers and retailers need only be vigilant about the use of particular kinds
of sign."?? He objected to the ‘net being too wide’ and a ‘flooding of the
most ridiculous things’.'*°

Analysis of comparative laws confirmed to contemporaries that words
might be a problem. The Austrian registration law of 1858, for example,
covered ‘special signs which serve to distinguish the productions and
goods of one tradesman intended for the commercial market, from
those of any other tradesman’, specifically referring to ‘devices, ciphers,
vignettes and the like’ but excluding marks ‘which are commonly used in
the trade in particular kinds of goods’ as well as marks comprising ‘merely
of letters, words, or numbers, or of the arms of states and countries’.'*!
Similar limitations were enacted in the Imperial German Statute for the
Protection of Trade Marks, 30 November 1874 and the Dutch Act of
1880.'*

Even proponents of a registration system, such as Arthur Ryland,
seemed to recognize the legitimacy of some of these fears. He proposed
that registration be limited to devices, so that terms such as ‘medicated
balm’ and ‘solid-headed pins’ that had been protected in earlier case law
would escape the registration system. He averred that ‘it was just and wise

138 Select Committee (1862), Qs. 2372, 2394, 2397 (S. Morley).

139 See also ibid., Q. 2362 (Dillon).

149 In this respect it is of interest that the 1869 Bill would have prohibited the registration of
more than one trade mark for the same description of goods: Trade Marks Registration
Bill (1868-9) Parliamentary Papers, 5 Bills, clause 12. The unsuccessful 1873 Bill which
followed the 1869 Bill in many respects abandoned this limitation.

Imperial Patent of 7 December 1858, issuing a Law for the Protection of Trade Marks
and other Denotations, in Reporzs Relative to Legislation in Foreign Countries 585, 588-90.
Article 3 (‘registration is forbidden if the mark consists exclusively of numerals, letters,
public words, armorial bearings, or scandalous designs’): Reporzs Relative to Legislation in
Foreign Countries 469, 513-23. See also the Dutch Bill Laying Down Regulations
Respecting Trade and Factory Marks (1879), in ibid. at 541. According to the
Explanatory statement to the Dutch Bill, the exclusion of word marks explicitly drew
on the German and Austrian laws, and the basis of the exclusion was to prevent
appropriation of common property: ‘Care must be taken in the public interest, that
symbols which, from their very nature are common property, should not be appropri-
ated by individuals for their exclusive advantage’, ibid. at 551). The Dutch Bill became
the Law of 25 May 1880, and remained in force until 30 September 1893.
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to exclude all such names. It appears to me unfair and contrary to public
policy to allow any one house the exclusive right to an adjective.”'*’
Ryland’s approach was ultimately that adopted in the 1875
Registration Act. Section 10 allowed for registration of ‘a distinctive
device, mark, heading, label or ticket’ to which there might be added
‘any letters, words, or figures, or combination of letters, words or figures’,
but did not offer protection for words, as such — no matter whether they
were invented, fancy or non-descriptive. As if to emphasize this, the
saving for acquired rights permitted the registration of ‘any special and
distinctive word or words or combination of figures or letters used as a
trade mark before the passing of this Act’. Many marks which were thus in
fact distinctive (such as words that were adopted and became distinctive
after 1875) could not be registered.'** The limited definition became the
subject of litigation,'*” and criticism.'*® Only six years later the view was
widely held that ‘a trade mark consisting of a fancy name [was] of far

greater value than any device’.'*’

How did ‘trade marks’ differ from other markings on goods?

Perhaps the most interesting aspects of the debates over the development
of a definition of ‘trade mark’ in this period related to how a trade mark
could be differentiated from other signs, symbols and literature associ-
ated with products. As with ‘the impressions upon a piece of ginger-
bread’,’*® not all marks on products could be conceived as or
understood as trade marks. But what criteria differentiated between
those impressions on a piece of gingerbread that were accidental, those
that were decorative, and those that were trade marks? Manchester
traders, objecting to an early version of the Merchandise Marks Bill,
had made the point that ‘it is utterly impossible to ascertain in most
cases, whether any trade mark, or the alleged trade mark is interfered

143 “The Registration of Trade Marks’, reporting a paper by Arthur Ryland. Ryland
observed that this was the law in Prussia too.

144 ¥ E. Evans-Jackson, ‘The Law of Trade Marks’ (1899) 47 Jo Soc Arts 563, 565 (‘the

Act of 1875 contained one great defect in that it did not provide for the registration or

protection of word marks . .. The greatest dissatisfaction resulted from this’).

Ex parte Stephens (1876) 3 Ch. D 659 (AEILYTON case); Rose v Evans, The Times,

12 May 1879, p. 6b (LIMETTA, the botanical name of a lime tree, unregistrable). On

whether words used before the passage of the Act were ‘distinctive’, see Reinhardt v

Spalding, The Times, 11 December 1879, p. 4a (FAMILY SALVE was distinctive of

medicines given eighteen years’ use).

146 Johnson, “Trade Marks’ 493. 7 Ibid. 501.

198 Select Committee (1862), Q. 1209 (J. Smith). The judiciary also struggled when dealing
with material on goods that did not have the classic features of trade marks. See Leather
Cloth v American Leather Cloth Co. (1865) 11 HLC 523, at 546.
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with, or even whether the mark is intended as a trade mark or not’.*** And
at least one member of the 1862 Select Committee (who himself decided
to give evidence), Edmund Potter, a calico printer, took the view that
trade marks comprised ‘all those things ... which embody some amount
of design upon them’."”” Questioned by Roebuck about the distinction
between trade marks and designs (already protected under a registration
system), he responded that he considered it ‘all the same ... I cannot
separate them’."”!

Those who sought to distinguish between the various markings that
could adorn products, so as to identify which were trade marks, tended to
focus on the function of each mark: trade marks might be in the same
(ontological) form (words, colours, etc.) as other signs, yet what made a
sign a trade mark was how it functioned or how it was understood. For
example, the Chairman of the Select Committee, John Arthur Roebuck,
suggested to the witness George Wilkinson, Master Cutler of the Cutlers’
Company, that a trade mark was an emblem ‘impressed upon a manu-
facture for the purpose of denoting that the manufacture has been produced
by a certain person’.' > Four years later, the solicitor Underdown, like-
wise articulated his view of ‘[t]he accurate definition of a trade mark’ as
‘any mark, name, figure, letter or device employed zo denote that any
article of trade, manufacture, or merchandize, is of the manufacture,
workmanship, production or merchandize of the person using it with or
upon goods’.'”® While differing slightly as to detail, both these functional
definitions would be familiar to trade mark lawyers today for whom the
classical understanding of a trade mark is that it is a sign which operates
(or is intended to operate) to denote trade origin.

While the definition of the function of trade marks in this period was in
many ways not dissimilar to how such signs would be described today,
two aspects are particularly worthy of note. The first relates to the specific
content of the indication of trade origin: for it was contested whether
trade marks were (or should be confined to) marks indicating workman-
ship or manufacture, or were indications of the entity that produced the
goods, or just that the goods had been approved by whoever happened to
be the trade mark owner.

1499 See ‘On Fraudulent Trade Marks’ 820, 821, quoting from a petition by the wholesale

houses of Manchester against the Bill.

Select Committee (1862), Q. 2183 (Potter). ! Ibid. Q. 2211, 2215 (Potter).
Ibid. Qs. 1726-8 (G. Wilkinson).

Underdown, ‘On the Piracy of Trade Marks’ 370.

1
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The London merchant J. Dillon thought a trade mark was ‘a mark that
is affixed to goods, which identifies those goods as being made by a
particular man’."”* He said that a trade mark should not be used by a
person other than the manufacturer because

the trade mark is referred to as a mark implying a certain fact, that it is an
established manufacture by certain man or firm, at a certain place. If you alter . ..
the person, that destroys the mark. I have heard of people attempting to sell their trade
marks, but I should as soon think of a soldier selling his medal.

Taking his analysis to its logical conclusion, he would have opposed even
the use of the same mark by successors to a partnership.'>” Others had a
broader idea of origin. Giving evidence to the 1862 Select Committee,
William Smith, solicitor and Secretary of the Sheffield Chamber of
Commerce, and John Smith, iron founder and President of the
Sheffield Chamber of Commerce, took what we would recognize as the
modern position: a trade mark ‘shows that the goods are made by some
particular person or by some other person whom he has authorised to
make for him’.'”® Another lawyer, Underdown, was keen to emphasize
that marks could be of value to the merchant or wholesale dealer so as to
indicate ‘care in their selection’: he defined trade marks as marks denot-
ing ‘that any article of trade, manufacture, or merchandize, is of the
manufacture, workmanship, production or merchandize of the person using it
with or upon goods’.*>” Yet others suggested that a trade mark ‘may signify
no more than ... that the article to which it is affixed has passed into the
market through the hands of the person entitled to use the mark, and
finally may come to be regarded by the public as a mere guarantee of

quality’.'”®

Trade marks as indicators of geographic origin

A second aspect of the functional definitions employed in this period is of
interest because it is one that seems very much to have been lost from

154 Select Commuttee (1862), Q. 2286 (Dillon), Q. 2336 (Dillon, agreeing with Potter that a
trade mark is ‘a means of communicating to the buyer the name of the maker of the
article’).

155 1bid. Q. 2343 (Dillon). % Ibid., Q. 616 (William Smith); Qs. 1225-35 (J.]. Smith).

157 Underdown, ‘On the Piracy of Trade Marks’ 370. The 1862 Merchandise Marks Act
defined the objects of trade mark protection broadly as any mark ‘lawfully used by any
person to denote any chattel, or (in Scotland) any Article of Trade, Manufacture or
Merchandise to be ... the Manufacture, Workmanship, Production or Merchandise of
such Person ... or ... to be an Article or Thing of any peculiar or particular Quality or
Description made or sold by such Person’.

158 Ludlow and Jenkyns, A Treatise, 2.
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today’s trade mark law. While today commentators consider trade marks
as indications of trade origin, those from the 1860s and 1870s seem to
have thought that a trade mark also indicated where a product was made.
Arthur Ryland described a mark as ‘a device used by manufacturers to
denote the person by whom, or the place where, the article bearing it was
made’ (emphasis added). Writing in 1874,"°° F. M. Adams described a
trade mark as ‘any symbol, or mark, or name, or other indication which
when affixed to goods offered for sale in the market would convey to the
minds of purchasers the impression that those goods were the manufac-
ture of some person or form, or some particular place’. Lionel Mozley,
solicitor, similarly defined a trade mark as indicating that an article or
commodity ‘is made by a particular firm or person, at a particular place or
manufactory, or is of a particular quality or description’.'®® A similar
definition had been adopted in the Indian Penal Code,'®' and in the
Prussian law of 1851,'°” and had received judicial approval from Sir
John Romilly in Hall v Barrows and Lord Cranworth LC in Leather
Cloth.'”

This tendency to link indications of trade origin with indications of
geographical origin looks odd to a commentator in the twenty-first cen-
tury. The emphasis being placed on trade marks as indications of geo-
graphical origin may, in part, have reflected the fact that many traders
marked their goods with the name and address of the place where the
goods were made. Associations, then, might rapidly have been formed
between particular (non-geographic) trade names and places of geo-
graphical origin. Moreover, it also reflected the fact that many consumers

159
160
1

F. M. Adams, A Treatise (1874). See also Levi, International Commercial Law 598.
Mozley, Trade Marks Registration 1.

! Article 478 of the Indian Penal Code 1860 defined a trade mark as ‘a mark used for
denoting that goods have been made or manufactured by a particular person or at a
particular time or place, or that they are of a particular quality’: “Trade Marks and
Property Marks’ 14.

According to Levi’s International Commercial Law, this prohibited the fraudulent mark-
ing of merchandise with ‘the name of the firm, and with the dwelling or manufacturing
place of a Prussian manufacturer, producer or tradesman’.

163 (1863) 32 L] Ch 548. Sir John Romilly MR considered whether the mark could be sold,
and held it could not. He divided marks into two categories: those that ‘denote the spot
where certain articles are manufactured’ which ‘might possess peculiar local advantages
for the manufacture of the article’ and those that ‘denote the persons by whom they are
manufactured’. In Leather Cloth v American Leather Cloth Co. (1865) 11 HLC 523, Lord
Cranworth LC defined the right to a mark as ‘the exclusive right to use it for the purpose
of indicating where, or by whom, or ar what manufactory, the article to which it was
affixed was manufactured’ (emphasis added). See also Dunnachie v Young (1883) 10
Sess. Cas. (4th Ser.) 874 (GLENBOIG, being the name of the place from which the clay
was dug, was a good trade mark for fire bricks) (Lord Craighill: ‘names of places, or, as
they have been called, geographical names, are also used as trade marks”).

o o
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would have taken the geographical origin of the goods as an indication of
their likely quality: non-geographical marks, such as names, could thus in
the public mind be associated with the place where the goods were made
and that, in turn, with the quality of the goods. As Adams explained, a
trade mark ‘should in fact be an assurance to the public that they are
reaping the benefit of some person’s superior skill, or the peculiar local
advantages of some place’.*°* In contrast, while today one might associate
Terry’s chocolate with York, or Cadbury’s with Birmingham, a consumer
would not think that the quality of such manufactured goods depended
on the location of its manufacture. Today, most manufacturing busi-
nesses are assumed to be highly mobile, employees from different loca-
tions equally capable, and the quality (as opposed to cost) of production
not related to geographical location.

In the 1860s, the question of whether a trade mark indicated the place of
manufacture (as well as the trade origin) not only was relevant to the
definition of a mark, but also was seen to have potentially significant legal
implications. More specifically, in so far as a (non-geographic) trade mark
indicated geographic origin, the question arose whether it became mis-
descriptive to use the same mark in relation to any other geographical
source. This had potentially significant consequences, either if the proprie-
tor wanted to re-locate, or if the business was to be sold to a manufacturer
in a different location." °> Smith thought there was no misrepresentation by
sale of a mark, even if the public expected a particular sort of product. The
President of the Board of Trade, Milner Gibson, asked him about whether
he would object to a man who hitherto had manufactured cigars in Havana
selling the right to use its mark to another trader who might make cigars in

164 F. M. Adams, A Treatise (1874), 60. In Hall v Barrows (1863) 32 L] Ch 548, Sir John
Romilly MR explained that a ‘mark or brand which denotes goods manufactured at a
particular place may be, and probably would be sold with the works themselves, and the
mark would be, as it were, attached to the spot, to denote which it was first adopted, and
which might possess peculiar local advantages for the manufacture of the article’.

A related question of whether the key relationship was between mark and place had been
raised as early as Motley v Downham (1837) 3 My & Cr 1. There the dispute was over
whether the mark ‘M.C.’, which had been used to brand boxes of tin plates from a works
at Carmarthen, had been purchased, with the goodwill of the business, by a trader who
then moved the place of manufacture forty-four miles to Glamorganshire. A decade later
the defendant commenced business at the Carmathan works and marked their tin plates
‘M.C. Carmarthan’. The Vice-Chancellor had granted an injunction, but the Lord
Chancellor, Lord Cottenham, discharged the order, giving the plaintiff leave to bring
the case at law. He did not seem to think the case would have been problematic, except
for the fact that the defendant was using a mark that had always been used by persons
carrying on manufacture of tin plates at that works. He thought the issue ‘one of
considerable nicety’ whether a mark associated with a particular place could continue
to be used by a person who operated out of that place.
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Ipswich.'°® Smith responded that he did not see this as enabling a fraud. In
contrast, solicitor Arthur Ryland, one of the chief figures in the Chamber of
Commerce movement for trade mark registration, was more disturbed. He
described a mark as ‘a device used by manufacturers to denote the person
by whom, or the place where, the article bearing it was made’ (emphasis
added). He did not think marks should be transferred other than with the
trade, but had real difficulty with Milner Gibson’s interrogation about
whether a business in one geographical location should be permitted to
sell its business and mark to a trader at a different location.'®” Others were

more categorical: according to Wright, a Birmingham button manufac-

turer, ‘the trade mark should not travel’.'®®

Towards a ‘modern’ definition of trade marks: 1875-1888

The passage of the 1875 Act was by no means the end of the debates over
the definition of a trade mark.'®® In fact, the registration processes
intensified the amount of discussion over what could be protected as
a trade mark. With many thousands of applications, the registrars
were required to make many thousands of decisions.'’” A large number
of cases also made their way to court.'”! All this activity threw up

166 Select Committee (1862), Q. 620 (Milner Gibson to W. Smith).
167 Thid. Q. 908 (A. Ryland).  '®® Ibid. Q. 1075 (J. S.Wright).
169 Tn fact, the new system came in for considerable criticism, particularly from the
Manchester cotton trade which sought immediate exclusion from the scope of the
Act: D. Higgins and G. Tweedale, “The Trade Marks Question and the Lancashire
Cotton Industry, 1870-1914’ (1996) 27 Textile History 207-28, esp. at 211. See also
(1876) Sol Jo 402, 18 Mar. 1876; Board of Trade Committee to Inquire into Duties,
Organisation and Arrangements of Patent Office as relates to Trade Marks and Designs,
Report, Minutes of Evidence, Appendices (hereafter Herschel Committee) (C.-5350)
(1888) 81 Parliamentary Papers, para. 15, Q. 172 (evidence of H.R. Lack), Q. 1252
(evidence of Mr Joseph Fry, head of the Manchester Department of the Patent Office).
The registrars were assisted in their determinations by the Commissioners of Patents,
the Lord Chancellor, Master of the Rolls, and Law Officers of the Crown: Trade Mark
Rules, r. 68. In some fields and districts, such as Manchester and Redditch, the local
Chambers of Commerce gave assistance to the registrars in determining what was
common in the trade. See Reports of the Commissioners of Patents for Inventions
(1878-9) 26 Parliamentary Papers 808, 817; Herschell Committee, Q. 1252 (Joseph
Fry); Q. 2011 (L. Whittle); Johnson, “Trade Marks’ 500-3 (on Manchester Cotton
Committee and Redditch Committee on needle labels). The decisions of the
Comptroller could be appealed to the Board of Trade. The Manchester Committee of
Experts was regarded by some as a ‘tribunal of commerce’: In re Brook’s Trade mark, The
Times, 15 July 1878, p. 4d (Hall V-C), but this view was criticized by Earl Cairns in Orr
Ewing v Registrar of Trade-Marks (1879) LR 4 HL. 479, 483.
171 Trade Marks Registration Act 1875, s. 5. See, e.g., Ex parte Stephens (1876) 3 Ch D 659
(Jessel MR) (word mark AEILYTON not registrable); Iz Re Barrows’ Trade Marks (1877)
5 Ch D 353 (Court of Appeal) (Jessel MR) (on form of registration in series of marks
involving letters BBH); In re Mitchell’s Trade Mark (1877) 7 Ch D 36 (refusing to rectify
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inconsistencies of interpretation and exposed difficulties of application,
eventually prompting statutory reform in 1883 and again in 1888. By the
end of this period, trade mark law started to look much more like that in
operation today than it had done in either 1850 or even 1875. The key
developments were: the consolidation of various definitions of ‘trade
mark’; the clarification of the relationship between protection based on
registration and that available despite the absence of registration; the
extension of registration to word marks; the exclusion from registrability
of descriptive and geographical marks; and the development of a multi-
lateral arrangement for the mutual protection of marks overseas.

Consolidating the idea of a trade mark

As I have already suggested, in 1860 there was no such thing as a legal
concept of ‘trade mark’. By 1875 there were at least three legal concep-
tions of trade marks: the very broad notion adopted in section 1 of the
Merchandise Marks Act 1862;'7? the tentative definition of trade mark
being developed in the context of common law protection (later called

register to include twenty-three trade marks comprising single letters, A through to w,
for steel pens, because the section referred to a ‘combination of letters’); In re Hyde &
Co.’s Trade Mark (1878) 7 Ch D 724 (Jessel MR) (expunging old trade mark BANK OF
ENGLAND for sealing wax because it had been common name in trade for twenty years);
In re Leonardt (1878) Seb. Dig 373 (Jessel MR) (registration of picture and word marks
permitted with disclaimers); In re Jelley, Son, & Fones’ Application (1878) 51 L] Ch 639
n, 41 LTNS 332 (Jessel MR) (considering registrations of old marks in new classes); In
Re Rotherham’s Trade-Mark (1879) 11 Ch D 250 (Bacon V-C), (1880) 40 Ch D 585
(CA) (Top in Arabic was distinctive device, per James L], or the name of an individual
printed in a particular or distinctive manner, per Baggallay L]); In re J. B. Palmer’s Trade
Mark (1883) 24 Ch D 505 (CA) (‘BRAIDED FIXED STARS’ expunged from register as
descriptive of matches, whose heads did not fall off when lighted, that had been subject
to patented process of braiding); In Re Leonard & Ellis’s Trade-Mark (1883) 26 Ch D
290 (vALVOLINE expunged from register, because it had not been used in this country
before the passing of the 1875 Act, or, if it had, it had not been used as a trade mark but as
a description of an invented product) (CA); In re Anderson’s Trade Mark (1884) 26 Ch D
409 (refusing registration of picture of Liebig and words ‘BRAND BARON LIEBIG’ for
meat extract, even with disclaimer of words, because they formed essential part of mark);
Edwards v Dennis (1885) 30 Ch D 454; In re Fames’s Trade Mark (1885) 31 Ch D 344
(pictorial representation of goods themselves not ‘distinctive device’), reversed (1886) 3
RPC 340.

The 1862 Merchandise Marks Act defined the objects of trade mark protection broadly —
as to the type of subject matter and its communicative content: ‘the expression “Trade
Mark” shall include any Name, Signature, Word, Letter, Device, Emblem, Figure, Sign,
Seal, Stamp, Diagram, Label, Ticket or other Mark of any other Description . . . lawfully
used by any person to denote any chattel, or (in Scotland) any Article of Trade,
Manufacture or Merchandise to be ... the Manufacture, Workmanship, Production
or Merchandise of such Person ... or ... to be an Article or Thing of any peculiar or
particular Quality or Description made or sold by such Person’.
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34 Lionel Bently

‘passing off’); and the very narrow definition inserted in the Trade Mark
Registration Act 1875."7° While the adoption of different definitions of
trade mark by the legislature, not surprisingly, drew criticism,'’* it is easy
to understand the desire to adopt a cautious approach to establishing
rights over signs by registration. The adoption of registration would
change the nature of trade mark protection, reinforcing emerging notions
of the trade mark as the object of property, rather than as a component in
a communicative context.'”” Limiting the initial coverage of the registra-
tion system to specific types of signs seemed sensible, given the impossi-
bility of predicting confidently how the system would operate and what its
impact would be. As Daniel explained in his treatise, ‘it would seem to
have been the object of the framers of the Act to define and restrict trade
marks to within those limits which experience had proved to be the most
generally useful and the most capable of protection’.'”®

In the period between 1875 and 1888 it became increasingly clear that it
would be preferable if the different conceptions of what qualified as a trade
mark could be aligned as far as possible. For some people, it made no sense
that there could be criminal liability where there was no civil liability, so it
was important that the definition of registrable trade mark be expanded to
include those matters which would fall within the scope of the Merchandise
Marks Act. The consolidation was effected in 1887, when, prompted by
certain international developments and internal reform movements, two
parallel committees considered reform of the Merchandise Marks Act of
1862 and the Trade Mark provisions of the Patents, Designs and Trade
Marks Act 1883."”" The resulting legislation created an offence of ‘forging’

173 Tn some respects the period is interesting because of the ideas that were mooted but not

adopted. One of these was that ‘trade marks’ were identifiers, rather like ID codes or
fingerprints. From this perspective, M. Henry in a paper to the Royal Society of Arts
argued that marks be confined to letters and numbers (excluding devices), so that each
trade mark was ‘more distinctive, more substantial and therefore more secure; it would
impart to it a sharply defined, and unmistakable idiosyncrasy’. Henry’s conception was
of marks such as ‘A50’ for beer: M. Henry, “Trade marks’ (1862) 10 Jo Soc Arts 255. For
the same idea see (1875) Jo Soc Arts 567.
174 Alfred Marten (for Mr Hermon), Parl. Deb., vol. 226, cols. 703—4, 7 August, 1875 (‘The
definition in the Act of 1862 in reference to the fraudulent imitation of trade marks was a
most extensive one; but in the Bill it was proposed that there should be a far less
extensive definition. A good deal of difficulty must arise from having one definition in
relation to fraudulent imitation and another in reference to registration.’).
Sherman and Bently, The Making, 197-8; Bently, ‘From Communication’, (suggesting
that the stylization of trade marks as ‘property’ did not carry expansive consequences).
Daniel, The Trade Mark Registration Act 40. Also noting that ‘there were no legal
restrictions in existence before upon what might be used as a trade mark’.
The Select Committee chaired by Baron de Worms was established in April 1887 and
concluded its proceedings at the end of June. The Departmental Committee, known as
the Herschell Committee, had been established in February 1887, hearing evidence
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or ‘falsely applying’ a trade mark,'”® and defined ‘trade mark’ as a mark
registered under the 1883 Act.' "’ The legislation also made it an offence to
apply a ‘false trade description’,'®” which would cover descriptions as to
‘the place or country in which any goods were made or produced’ and ‘the
material of which any goods were composed’.'®' Importantly, as the con-
cept of a ‘trade mark’ was consolidated, it was increasingly distinguished
from indications of the place of manufacture.

In this same period, the courts clarified that marks that were not regis-
trable could be protected if they had been used, and, in due course, it was
accepted that (whatever the statutory wording may have implied) the
registration system operated without prejudice to pre-existing rules giving
protection against trade misdescriptions. The 1875 Act had provided that
‘from or after’ July 1, 1876, ‘a person shall not be entitled to institute any
proceeding for trade mark infringement of any trade mark as defined by
this Act until and unless such trade mark is registered in pursuance of this
Act’.'® It would have been open to a bold court to hold that this meant
that use-based protection had been abolished. Indeed, initially, most
commentators indicated that they understood the impact of the Act to
make registration essential.'®® Naturally, this prompted a rush to register
for which the bureaucracy was ill prepared. Given the delays in the regis-
tration process that in fact ensued,'®* an amending Act put back the date
to 1 July 1877 (and provision for further delay in relation to ‘cotton marks’
was introduced in 1877).'® These deferments are evidence of a wide-
spread belief that the 1875 Act took away existing remedies for ‘trade

between March and June 1887, issuing an interim report in August 1887 and a final
report in March 1888. Baron de Worms was a member of the Herschell Committee and
a number of witnesses gave evidence to both committees.

178 Merchandise Marks Act 1887 (50 & 51 Vict. c. 28), s. 2(1)(a), (b).

179 Tbid. s. 3(1). It added that ‘trade marks’ included ‘any trade mark which, either with or

without registration, is protected by law in any British possession or foreign state to

which the provisions of the one hundred and third section of the Trade Marks Act 1883,

are, under Order in Council, for the time being applicable’.

Ibid.s. 2(1)(d). '8 Ibid.s. 3(1).

182 Trade Mark Registration Act 1875, s. 1.

183 Salaman, A Manual of the Practice 7 n (b) (‘The clause renders registration virtually
compulsory, and it would seem that all persons whose marks are of any value must
register, otherwise their marks may be pirated with impunity’); Daniel, The Trade Mark
Registration Act at 37 (‘Henceforth it will be necessary for any person intending to claim
the exclusive use of a trade mark to register it at the office established by the Act’).

184 15 an article in 1881 Edmund Johnson states that by 1880 there had been 21,636
advertised marks and 18,764 registered ones. The Manchester Committee, established
to examine the huge numbers of marks applied for in relation to cotton goods, examined
over 40,000 marks, finding only 10 per cent capable of registration. See Johnson, “Trade
Marks’; see, also, (1879) 23 Sol Jo 819 (16 Aug. 1879).

185 Trade-Marks Registration Amendment Act 1876 (39 & 40 Vict. c. 33); Trade Marks
Registration Extension Act 1877 (40 & 41 Vict. c. 37).

©
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mark infringement’.'®® Moreover, the 1876 Act implied that this effect
related only to registrable marks, so that unregistrable, or at least refused,
marks were still protected in some way.'®” This can be seen from the fact
that it made provision for the issuance by the registrar of ‘Certificates of
Refusal’ — the idea being that the holder of such a certificate could take
advantage of whatever remedies the legal system provided for ‘trade mark
infringement’.'®® In so providing, the legislature acknowledged that at least
these marks could receive protection without registration.

The implication of the 1875 and 1876 Acts was that, as regards regis-
trable trade marks within the meaning of the 1875 Act, proceedings could
only be brought where there was registration. The 1883 Act seemed to
confirm this, again stating that a person was not entitled to institute
proceedings to prevent or recover damage for trade mark infringement
unless ‘in the case of a trade mark capable of being registered under this Act,
it has been registered’.'®® However, given the narrow notion of trade
mark embodied in the 1875 and 1883 Acts, the prohibition did not
appear to prevent a claimant bringing a number of actions simultane-
ously, some based on registration and the others based on the traditional
protection afforded to unregistrable marks. Case law soon confirmed that
a claimant could indeed bring an action based on traditional principles in
relation to unregistrable ‘get-up’, and that this was so even where aspects
of the total get-up could have been registered, but were not.'°° Later case
law suggested that registration was required as a prerequisite to the action
only where the claimant needed to rely on registration to establish use,’ "’

18 The 1876 Act replaces the words ‘any proceeding for trade mark infringement’ with ‘any
proceeding to prevent or to recover damages for the infringement of any trade mark’.
This change might have been to allay concerns either that all the 1875 Act did was to
remove the right to an injunction but not damages (as suggested by Lord Blackburn in
Orr Ewing v Registrar of Trade-Marks (1879) LR 4 HL. 479, 498) or that the Merchandise
Marks Act 1862 was rendered inapplicable to trade marks that had not been registered:
see Bryce, The Trade Marks Registration Acts, 16—17 (raising this question and arguing
that the power to bring criminal proceedings under the 1862 Act in respect of the
fraudulent imitation of an unregistered mark ‘does not seem to be taken away by this
section’). See, also, the Patents, Designs and Trade Marks Act 1883, s. 77.

Section 1 provided that proceedings for trade mark infringement could only be brought

were the mark registered or, in the case of marks in use before 13 August 1875, if it were

refused.

Trade-Marks Registration Amendment Act, s. 2; Patents, Designs and Trade Marks Act

1883, s. 77.

Patents, Designs and Trade Marks Act 1883, s. 77.

190 I ever v Goodwin (1887) 4 RPC 492; Great Tower v Langford (1888) 5 RPC 66 (injunc-
tion granted based on defendant’s use of similar packaging and colours to those of
claimant).

"1 Faulder v Rushton (1903) 20 RPC 477 (where SILVER PAN was expunged from the
register as being words that referred to the character or quality of jam, but the claimant
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leaving the possibility that a claimant might even rely on passing off in
circumstances where the mark had been registered. Ultimately, the 1905
Act would fully establish the registration system as conferring specific
statutory rights,'°? and clarified that nothing therein ‘shall be deemed to
affect rights of action against any person for passing off goods as those of
another person or the remedies in respect thereof’.'?”

Extending protection to word marks

This consolidation of the definition of ‘trade mark’ in the criminal regime
with that of the registration system was made possible, in some respects,
by the expansion of the statutory definition of ‘trade mark’ in the latter. In
particular, the 1883 Act expanded the definition of registrable trade
marks to cover ‘fancy words’ or ‘words not in common use’.'”* This
extension, in turn, exacerbated the confusion over what, exactly, could
be registered. Even the Comptroller of the Patent Office, Henry Reader
Lack, admitted his inability to identify whether certain words were fanci-

ful marks.'”” At first, the registry adopted a liberal approach to the

. . 19 . . . .
interpretation of ‘fancy’,’”® only to receive contradictory instructions

from the Board of Trade,'®” the law officers'® and especially the
courts,”” which were more concerned to protect the public than to

established secondary meaning, and succeeded in its action for ‘passing off’, Vaughan
Williams LJ stating that all s. 77 of the 1883 Act meant was that if a claimant wanted to
rely on statute he or she must register).
192 Trade Marks Act 1905 (5 Edw 7 c. 15), s. 39.
193 See also Trade Marks Act 1938 (1 & 2 Geo. 6 c. 22),s. 2; Trade Marks Act 1994, s. 2.
194 Ppatents, Designs and Trade Marks Act 1883, s. 64. “The New Patents, Designs and
Trade-Marks Bills II’ (5 May 1883) Sol J 444, 446; In re Price’s Patent Candle Company
(1884) 27 Ch D 681 (NATIONAL SPERM not fancy words but ones in common use and
known to trade; label not distinctive); In re Hanson’s Trade Mark (1887) 37 Ch D 112
(red, white and blue coffee label was not distinctive).
Herschell Committee, Q. 160, Q. 2986. According to Lack, in his evidence to the
Herschell Committee Q. 17, registration of fancy words gave ‘a great deal of trouble’.
The use of the phrase ‘fancy words’ was also criticized as ‘the source of all our trouble’ by
Edmund Johnson, the manager of the Trade Mark Protection Society, Qs. 888-903,
946-8. See also Qs. 82-3 (Courtenay Boyle, saying ‘Word marks lead to endless
litigation. They are very troublesome ... What is a fancy word is an extremely difficult
question’). For a discussion of problems with word marks, even after the 1888 amend-
ments, see ‘Words as Trade-Marks’ (1900) 44 Sol Jo 548-9 (23 June 1900); Evans-
Jackson, ‘“The Law of Trade Marks’.
196 Herschell Committee, Q. 2815 (J. L.Whittle).
197 Tbid. Qs. 162—4 (H.R. Lack, explaining that Board of Trade had instructed the
Comptroller not to register word marks in relation to classes 23, 24 and 25 but that
the Comptroller had ignored them).
Ibid. Q. 2815 (J. L.Whittle).
See Ibid. Q. 200 (Lack, explaining that, having initially taken a liberal approach to what
constituted a ‘fancy word’, the Law Officers and Courts demanded a more restrictive
approach be taken). This is something of an oversimplification. Initially, the first
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please applicants.”’” As Lord Justice Cotton explained: ‘the intention of
the Act was to benefit traders . . . [but] the Act was also intended to protect
the public ... by cutting down the numerous forms of words and other
things, by the use of which traders tried to secure themselves exclusive
rights’.?°" According to this jurisprudence, if a word could be seen as an
indication of where the goods were produced or of their characteristics,
the word was not a ‘fancy’ word.”’” Thus a mark that alluded to the
qualities of the goods was unregistrable,””” and it was irrelevant whether
the word had acquired ‘secondary meaning’ through use.”’* In its
attempt to comply with these judicial precedents, the Registry’s own
practices were altered and thus appeared to many observers to be hope-
lessly inconsistent.”’” “The judges and solicitors are like blind men
leading the blind’, a manufacturer observed: ‘our so called trade mark

system is a thorough disgrace to us, ruinous to the man of small means,

and not just to any of us’.>%°

instances judges, particularly Chitty ] and Bacon V-C, had adopted a liberal interpre-
tation of the concept of ‘fancy words’ in part influenced by the practice of the Registrar:
In re Trade-Mark ‘Alpine’ (1885) 29 Ch D 877 (ALPINE registrable for cotton embroi-
dery); In re Leaf’s Trade Mark (1886) 3 RPC 289 (ELECTRIC registrable for cotton
piece goods) ; In re Van Duzer’s Trade Mark (1886) 3 RPC 240 (MELROSE regarded by
Bacon V-C as fancy word for toiletries). This approach was reversed in Iz re Van Duzer’s
Trade Mark (1887) 34 Ch D 623 (CA).
200 See In re Van Duzer’s Trade Mark (1887) 34 Ch D 623, 634 (Cotton L), 641 (Lindley
LJ). Contrast the views adopted in Orr Ewing v Registrar of Trade-Marks (1879) LR 4 HL.
479, where, in considering whether certain labels were distinctive, the courts were
substantially more liberal than the registrar and the Manchester Committee.
In re Van Duzer’s Trade Mark (1887) 34 Ch D 623, 634 (Cotton LJ).
Ibid. 623; the Court of Appeal held neither ELEcTRIC for cotton goods nor MELROSE
for hair restorer to be ‘fancy words’. The Court said that, while some words in the
dictionary or in an atlas could be ‘fancy words’, they could only be so where there was
obviously no reference to any description or designation of where the article is made, or
of what its character is. Even though Melrose was a settlement of only 2,000 inhabitants,
it was not obvious that it could not be taken to be describing the goods as made at
Melrose. The Court of Appeal repeated the analysis in In re Arbenz Trade Mark (1887)
35 Ch D 248 (GeM held not to be fancy word for guns), and it was applied obediently by
Chitty J in Towgood v Pirie (1887) 4 RPC 67 (JUBILEE unregistrable for paper) and In re
Ainslie & Co.’s Trade Mark (1887) 4 RPC 212 (BEN LIDI, the name of a Scottish
mountain, unregistrable for whisky).
29 In re Waterman’s Trade Mark (1888) 5 RPC 368 (CA) (REVERS!I unregistrable for board
game which involved turning over pieces of opponent).
2% In re Van Duzer’s Trade Mark (1887) 34 Ch D 623, 635 (Cotton LJ), 644 (Lopes LJ).
295 For inconsistency in relation to geographical marks, see Herschell Committee, Q. 1924
(evidence of J. Imray). There are obvious parallels with the inconsistency of decision-
making in Europe in the period since implementation of the First Council Directive 89/
104/EEC of 21 December 1988 to approximate the laws of the Member States relating
to trade marks.
Quoted by E. Johnson in his evidence to the Herschell Committee, Q. 1161.
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From positive to negative definition

Traders seemed to want to expand the range of registrable signs,”” and
those involved in the administrative process were largely sympathetic.”%®
Positive definitions of what were trade marks — ‘fancy words’, ‘distinctive
labels’, ‘brands’ and the like — were proving too difficult to apply with any
consistency.”’” Influenced, in part, by foreign precedents, thought turned
towards defining trade marks negatively — that is, by identifying those
matters which should noz be registrable, rather than specifying that which
could be registered.?'” In a significant review by a committee appointed
by the Board of Trade and chaired by Lord Herschell, witnesses identi-
fied situations where traders should not be able to register signs because
other traders might need to use them. John Cutler, barrister and Professor
of law at King’s College, London,”'" argued that traders should not be
able to register words ‘which would interfere with the reasonable rights of
the trading community at large’.”'> For example, with regard to ‘geo-
graphical marks’, witnesses testified that it would be wrong for one person
to register such a mark so as to prevent another person manufacturing
goods at that place from using the mark.”'” Similar principles justified
excluding descriptions of the quality of goods and personal names. The

297 Ibid. Q. 2639 (evidence of J. Cutler). In In re Trade-Mark ‘Alpine’ (1885) 29 Ch D 877,
880, Chitty J suggested that the ‘English public’ was ‘not so ready ... to buy articles
passing under an entirely new name, which may give rise to a suspicion of adulteration’.
Herschell Committee Qs. 2934-6, 3006 (H. R. Lack).

299 On ‘brands’ see ibid. Qs. 1733-43, 20237 (evidence of J. L. Whittle).

210 Giving evidence to ibid. at Q. 263, Lack explained that he favoured registration of
anything, ‘Subject to a provision which is inserted in most acts abroad: that no property
can be acquired by the registration of marks which are descriptive, or of common use in a
trade, or contrary to morality, or things of that sort.” See also Q. 2982 (H. R. Lack); Q.
2865 (J. L.Whittle); Edmund Johnson, Q. 903, who would have permitted registration
of ‘any word or words . . . provided that such word or words be not inherently in any way
descriptive or qualitative of the goods themselves to which applied, or to be applied, or in
common use in connexion with such goods’. See also Qs. 946-7 and Q. 1161, where
Johnson draws on the work of Professor Max Muller to argue that there is an ‘ample
choice’ of English word marks, and makes clear he sees the issue of the suitability of
trade marks as one for traders not requiring ‘the parental care of the courts’. For an
analysis of trade mark practice as historically responsive to assumptions about
language, see Megan Richardson, ‘Trade Marks and Language’ (2004) Sydney
Law Review 193.

Professor of English Law from 1864 to 1906, as well as Professor of Indian
Jurisprudence, 1865-79. He was author of J. Cutler, On Passing Off; Or Illegal
Substitution of the Goods of One Trader for the Goods of Another Trader (London, 1904).
212 Herschell Committee, Q. 2639; Q. 2815 (J. L. Whittle) (word might be adopted if not
likely to interfere with trade purposes); Q. 2877 (words should be allowed to be
registered as long as there is ‘no harm’).

Ibid. Q. 1919 (evidence of J. Imray, a patent agent); Qs. 2639-53 (J. Cutler) (arguing for
exclusion of any city, town, village or district in the United Kingdom).
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Committee reported that the ‘expression “fancy word” is certainly not a
happy one, and has naturally given rise to considerable differences of
opinion as to its meaning’ and recommended that invented and existing
words be registrable subject to limitations ‘which at once suggest them-
selves’.”'* Following its recommendations,?’’ the language of ‘fancy
words’ was abandoned and the definition of registrable trade mark was
again extended in 1888 to cover ‘invented words’ and ‘a word or words
having no reference to the character or quality of the goods, and not being
a geographical name’.”'° Special protection for certain geographical des-
ignations associated with particular quality was left to the criminal law
relating to merchandise marks.*!”

Parallel processes of extension of the meaning of a trade mark occurred
in other European states: Austria dropped its refusal to register words as
trade marks in 1890, elaborating that the term ‘mark’ covered ‘special
signs which serve to distinguish the productions and goods intended for
the commercial market from any other similar productions and goods’.
Extension of subject matter to ‘words’ also occurred in Denmark (1890),
Switzerland (1890), the Netherlands (1893), Germany (1894), Sweden
(1897) and Japan (1899). The same processes saw the demarcation of
excluded terms. In Austro-Hungary, the statute excluded from registra-
tion words which related exclusively ‘to place, time, and manner of
production, and ... to quality, price, designation, quantity and weight’,
and similar formulations were adopted in Germany and Denmark.?'®
The Swiss statute of 1890 explicitly recognized a special form of protec-
tion for geographical indications.”"’

Mulrnlateral protection

Efforts to find a shared definition for international purposes contin-
ued.??” However, in a period during which European countries were

214 1bid. para. 26.  2'® Ibid. paras. 25-8.

216 patents, Designs and Trade Marks Act 1888 (51 & 52 Vict. c. 50), s. 10 (inserting a new

s. 64 in the 1883 Act).

Merchandise Marks Act 1887, s. 3(1)(b) defining ‘trade description’ as including an

indication ‘as to the place or country in which goods are produced’. Following a review

by a committee chaired by Baron Henry de Worms, the 1887 Act replaced the 1862 Act.

See Select Commuittee (1887) 357; “The Merchandise Marks Act, 1887 (5 November

1887) Sol Jo 3-4, 20-1, 40-1, 56.

Reports from Her Majesty’s Representatives Abroad on Trade-Marks Laws and Regulations

(Cd. 104) (1900) 90 Parliamentary Papers 269, 272-80.

219 Tbid.

220 particularly after 1887 through activities of the Association Internationale pour la
Protection de la Propriété Industrielle: F.-K. Beier and A. Reimer, ‘Preparatory Study
for the Establishment of a Uniform International Trademark Definition’ (1955) 45

217

218
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still establishing their own definitions of trade marks, it was inevitably
problematic to locate a common definition of ‘trade mark’ for inter-
national purposes. The Paris Convention for the Protection of Industrial
Property, signed in 1883, came up with a partial solution, at least with
respect to different views as to the suitable ‘form’ of trade marks: to
require all member countries to recognize as protected, any items regis-
tered as trade marks in the country of origin.”*' According to traditional
accounts the clause originated from discussion between the Russian and
French delegates over certain requirements of the Russian system that
registrations be in Cyrillic — a requirement waived in favour of the French,
so that they, but not Russian applicants, could obtain registrations in
Latin letters.”?? Coupled with a requirement relating to national treat-
ment, this ‘telle-quelle’ clause seemed to reduce at least some of the
urgency over the formulation of an international definition of ‘trade
mark’.??> As it turned out, the creation of a definition of ‘trade mark’ at
the international level would not occur until the 1994 WTO
Agreement.”**

Trademark Reporter 12665 S. P Ladas, Patents, Trademarks and Related Rights: National
and International Protection (Cambridge, Mass.: Harvard University Press, 1975) vol. II,
para. 569, 974-7.

‘Every trade-mark duly registered in the country of origin shall be admitted for registra-
tion, and protected in the form originally registered in all the other countries of the
Union’ (Art. VI).

L. A. Ellwood, “The Industrial Property Convention and the “Telle Quelle” Clause’,
(1956) 46 Trademark Reporter 36, 37-8. In fact, the practice of accepting as registrable
marks registered in a foreign territory, despite the fact that they would be unregistrable
under domestic law, can be traced to the earlier practices of the Austrian Registry,
described in a letter from Sir H. Eliot to the Marquis of Salisbury, 12 October 1878, in
Reports Relative to Legislation in Foreign Countries on the Subject of Trade Marks 469, 473.
This approach seems to have been terminated in 1890 when Austria—Hungary intro-
duced a new law for the protection of trade marks: see letter from Sir H. Rumbold to the
Marquess of Salisbury, 23 June 1899, in Reporzs from Her Majesty’s Representatives
Abroad on Trade-Marks Laws and Regulations 269, 273.

For its influence on the recommendations of the Herschell Committee, see Herschell
Committee (1888) para. 26 (rejecting suggestion that word marks not be allowed in
relation to cotton goods on the basis that such marks were allowed by other countries so
Britain would be obliged to protect them). See also para. 40, where the Committee state
that the implications of Art. 6 of the Paris Convention demand ‘serious and immediate
attention’. See In Re Californian Fig Syrup Company’s Trade-Mark (1888) 40 Ch D 626
(Stirling J stating that s. 103 did not seem to him to give effect to Art. 6 of the Paris
Convention); In Re Carter Medicine Company’s Trade-Mark (1892) 3 Ch 472 (attempt to
register CARTER’S LITTLE LIVER PILLS under Patents, Designs and Trade Marks Act
1883, s. 103, based on application in United States, rejected North ], preferring the
Attorney General’s understanding of s. 103, that ‘any trade-mark, the registration of
which has been duly applied for in the country of origin, may be the subject of applica-
tion for registration under this Act’, to that of the applicant).

224 Agreement on Trade-Related Aspects of Intellectual Property Rights 1994 Art. 15.
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2 The making of modern trade mark law:
the UK, 1860-1914. A business history
perspective

David M. Higgins*

Professor Bently has shown that between 1870 and 1913 important
changes were introduced to British trade mark law.' The single most
important piece of legislation during this period was the Trade Marks
Registration Act (1875). The crucial provisions of this Act were that
registration became prima facie evidence of the right of the registered
proprietor to exclusive use of the trade mark and, from 1876, no person
was allowed to institute proceedings to prevent infringement of a mark
unless it was registered. These early developments, although of funda-
mental legal importance, did not occur iz vacuo: in many respects they
were the outcome of sustained pressure by commercial and industrial
interests. This commentary complements Professor Bently’s discussion
in the following ways. First, it places the legal issues into a business
history context in order to demonstrate that trade marks issues can
enhance our understanding of the performance of British industry during
this period. Second, I discuss the extent to which the Trade Marks
Registration Act (1875) can be considered a success, by examining fea-
tures of trade mark registration and litigation between 1875 and 1914. In
the penultimate section of my commentary I discuss how pressure for
protection of individual trade marks developed into a much broader
campaign focussing on geographical indicia. Conclusions are presented
in the final section.

Trade marks and business history

The principal reason why so much commercial pressure was exerted to
secure trade mark legislation, both before and after 1875, was that trade
marks were recognized as particularly valuable intangible assets. At a

* My thanks to Lionel Bently and Jane Ginsburg.
1 L. Bently, Chapter 1 of this volume.
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theoretical level, it is recognized that trade marks are important because
they reduce search costs (thereby facilitating repeat purchases), they
encourage product differentiation and they help reputable goods obtain
price premiums.” All of these functions have long been recognized by
business historians and it is useful to provide a brief survey of this
evidence and the issues thereby generated.

Business historians have traditionally referred to trade marks when
discussing the growth of particular firms and the marketing strategies
adopted by their owners. Thus, for example, Sutton has demonstrat-
ed that branding and trade marks were an important component of
Clark’s product differentiation strategy.’ Jones’ study of Nettlefold
showed that their quest for a recognizable trade mark resulted in the
use of the ‘castle’ mark which represented ‘an enduring solidity and
reliability and at the same time was a typically British symbol’.* In the
soap industry, the rapid growth of Lever Bros. during the late nineteenth
century has been attributed to shrewd and aggressive marketing of
distinctive trade marks: SUNLIGHT, MONKEY BRAND, vIiM and LUX.’
Staying with soap, by 1896 Crosfield’s had registered over 300 marks,
among the most important of which was PYRaMID.? In the cocoa
and confectionery industry, branded consumer products were made
universally recognizable through packaging, but the differential
success of firms depended on the extent to which particular brands
were marketed. Fitzgerald has argued that Cadbury’s BOURNEVILLE,
launched in 1906, rapidly overtook Rowntree’s ELECT, which was
launched in 1886.”

Because trade marks were an integral part of the marketing and product
differentiation strategies of firms, the corollary was that valuable trade

2 G. Akerlof, “The Market for “Lemons”: Quality Uncertainty and the Market

Mechanism’ (1970) 84 Quarterly Journal of Economics 488; W.M. Landes and

R. A.Posner, “Trademark Law: An Economic Perspective’ (1987) 30 Fournal of Law

and Economics 265.

G. B. Sutton, ‘The Marketing of Ready Made Footwear in the Nineteenth Century: A

Study of the Firm of C. & J. Clark’ (1964) 6 Business History 97.

4 E. Jones, ‘Marketing the Nettlefold Woodscrew by GKN 1850-1939’ in R.P.T

Davenport-Hines (ed.), Markets and Bagmen: Studies in the History of Marketing and

British Industrial Performance, 1830—1939 (Aldershot: Gower, 1986) 136.

C. Wilson, The History of Unilever: A Study in Economic Growth and Social Change vol. 1

(London: Cassell, 1954) 27-57.

5 A.E. Musson, Enterprise in Soap and Chemicals: Joseph Crosfield and Sons Lid, 1815-1965
(Manchester: Manchester University Press, 1965) 104, 181.

7 R. Fitzgerald, ‘Rowntree and Market Strategy, 1897-1939’ (1989) 18 Business and
Economic History 47-8. It has also been suggested that Joseph Rowntree believed that,
provided the mark was a reliable indicator of quality, there was no need to promote the
mark through advertising: R. Fitzgerald, Rowntree and the Marketing Revolution,
1862-1969 (Cambridge: Cambridge University Press, 1995) 69.
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marks (or trade marks perceived to be valuable by their owners) had
to be protected from any infringement, however slight or apparently
inconsequential.® It has been recognized in the historiography that
many prestigious firms frequently instigated court action to protect
their marks from infringement. For example, Huntley & Palmer,
whose biscuits were commonly known as READING BISCUITS launched
a successful action for infringement against the Reading Biscuit
Company.’ In Schweppes v Gibbens (1904), the plaintiff initiated action
claiming that the defendant’s labels were calculated to deceive, but this
action and the subsequent appeal were lost.'’ In Wills v Wazss (1879),
the plaintiff (one of England’s premier cigarette manufacturers, W.D. &
H. O. Wills) was granted a perpetual injunction against those who used
the name BLACK JACK.'' In another case, Lever Bros. successfully
opposed the registration of PERFECTION by Crosfield on the grounds
that this word was not distinctive but was a commendatory or descriptive
word in common usage. This case, fought between 1907 and 1909, cost
Crosfield’s almost £13,000."%

Remaining with the pre-1914 period, the interest that business histor-
ians have traditionally shown in trade marks has slowly begun to change:
instead of analysing the trade mark issues affecting specific firms, more
attention has been devoted to understanding how these marks operated in
the broader business and economic environment. Chandler’s analysis of
the growth and expansion of entrepreneurially successful firms operating
across a wide range of consumer products — Cadbury Bros. in cocoa and
chocolate confectionery, Huntley & Palmer and Peak Frean in biscuits,
Lever Bros. in soap and cleaning products, Reckitt & Sons in starch and
‘blue’, and Schweppes in soft drinks — revealed the complex interaction
between large-scale manufacturing, national and international distribu-
tion networks, and heavy advertising of packaged and branded prod-
ucts.'” In a similar vein Wilkins argued that the separation between
producer and consumer (a defining feature of the growth of the modern

8 AsI demonstrate later, the trade mark registration strategies of many entrepreneurs was
to secure exclusivity of the mark originally registered and as many variants thereof as
possible.

° T.A.B. Corley, Quaker Enterprise in Biscuits: Huntley and Palmers of Reading, 18221972
(London: Hutchinson, 1972) 143-5; Huntley & Palmer v The Reading Biscuit Company
Lid. (1893) 10 RPC 277.

10 D, A. Simmons, Schweppes: The First 200 Years (London: Springwood Books, 1983) 59.

1 B.W.E. Alford, W. D. & H. O. Wills and the Development of the UK Tobacco Industry,
1786-1965 (London: Methuen, 1973) 127.

12 Musson, Enterprise in Soap and Chemicals, 190.

13 A.D. Chandler, Scale and Scope: The Dynamics of Industrial Capitalism (Cambridge,
Mass.: Harvard University Press, 1990) 262-8.



The making of modern trade mark law 45

corporation) required that the name and reputation of the former
obtain legal protection. In Wilkins’ view, trade marks were an integral
component of the growth of large-scale firms because this asset provided
the means to realize economies of scale and scope.'* Church’s contribu-
tions to the history of advertising have emphasized the link between
marketing and product development with particular importance being
attached to branding strategies designed to encourage consumers to
demand specific branded products.'” Finally, in the alcoholic beverages
industry, recent work has emphasized the relationship between brand
protection and quality signals to consumers, and the importance of
brands to different parts (producer, intermediary and retailer) of the
supply chain.'®

However, despite this volume of work, surprisingly little analysis of
contemporary debates on trade mark issues has been conducted by busi-
ness historians. Many of the legal issues covered in this evidence, for
example the costs of obtaining relief pre-1875, the constituents of a trade
mark, the signs and other indicia that could be registered as trade marks,
and the relationship between passing-off and trade mark infringement,
were of critical importance to the branding and advertising strategies of
firms in the nineteenth century.'” In the remainder of this section two
topics covered in the contemporary evidence of particular interest to
business historians are discussed. First, what insight is provided by the
evidence given before the Select Committee of 1862'% on the export
performance of British firms? Second, how did the separation of produc-
tion from distribution affect trade mark issues?

14 M. Wilkins, ‘The Neglected Intangible Asset: The Influence of the Trade Mark on the
Rise of the Modern Corporation’ (1992) 34 Business History 68, 92. For a dissenting view,
see D. M. Higgins and G. Tweedale, ‘Asset or Liability? Trade Marks in the Sheffield
Cutlery and Tool Trades’ (1995) 37 Business History 1.
R. Church, ‘New Perspectives on the History of Products, Firms, Marketing and
Consumers in Britain and the United States Since the Mid-Nineteenth Century’
(1999) 52 Economic History Review 405; R. Church, ‘Advertising Consumer Goods in
Nineteenth-Century Britain: Reinterpretations’ (2000) 53(4) Economic History Review
621. Although Church is correct to emphasize the positive advantages of branding — for
example, maintaining reputation and charging premium prices — he has overlooked the
fact that these benefits can only be internalized when an individual firm has exclusive
rights to a particular trade mark.
16 7. Simpson, ‘Selling to Reluctant Drinkers: The British Wine Market, 1860-1914’
(2004) 57 Economic History Review 80; P. Duguid, ‘Developing the Brand: The Case of
Alcohol, 1800-1880’ (2003) 4 Enterprise and Sociery 405.
Aspects of the evidence given before various Select Committees are discussed later in this
chapter. See also L. Bently, Chapter 1 of this volume, 3—41.
8 Report from the Select Committee on Trade Marks Bill, and Merchandize Marks Bill (here-
after, Select Committee, 1862).
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The export performance of British industry between 1870 and 1914
has generated a substantial literature.'® It has been argued that poor
export competitiveness in an increasingly hostile trading environment
unduly affected Britain’s rate of growth and a host of factors have been
used to explain this poor performance. A common assumption has been
that British manufacturers were immune from foreign competition until
the industrialization of Germany and the USA. For example, in 2003 it
was claimed: ‘After all, in 1870 British industry still did not really face
much strong competition in the international marketplace for manufac-
tures.””” However, the evidence given before the Select Committee of
1862 makes it abundantly clear that many manufacturers experienced
intense foreign competition prior to this date, much of which was ‘unfair’:
that is, it involved the misappropriation of British trade marks. Many
British marks were so highly valued abroad that they were subject to
deliberate and wide-spread copying, often by the simple expedient of
direct imitation, which resulted in lost sales.”?’ The practice which
generated most complaint was that foreign manufacturers placed repu-
table British marks on their lowest quality output and reserved their
own marks for their best-quality productions. William Brittain, a com-
mercial traveller for the Sheffield firm William Hall, stated of his jour-
neys through Prussia and other German states, ‘I have seen articles
bearing the names of the most respectable Sheffield houses, and their
corporate marks, and sold as genuine, which were of bad quality and
which must inevitably injure the reputation of the manufacturers whose
names they bore.””” Robert Bartleet, a needle manufacturer in
Redditch, reported that,

our reputation has been considerably damaged in some markets: in fact, I may
say utterly destroyed, in consequence of the German manufacturers putting our
name and label, or precise imitations of them both, upon the very commonest
goods they manufacture, although those names and marks of ours represented
the very best quality that we made. The consequence was, that in some foreign
countries purchasers concluded that they were buying our genuine manufac-
tures, and they found them extremely bad, and we have entirely lost the trade
in them.?’

For a recent evaluation, see, for example, C. Knick Harley, “Trade, 1870-1919: From
Globalisation to Fragmentation’ in R. Floud and P. Johnson (eds.), The Cambridge
Economic History of Modern Britain, vol. II: Economic Maturity, 1860—1939 (Cambridge:
Cambridge University Press, 2004) 168-76.

A. Thompson and G. Magee, ‘A Soft Touch? British Industry, Empire Markets, and the
Self-Governing Dominions, ¢.1870-1914’ (2003) 56 Economic History Review 711.

21 Select Committee, 1862, Q.95 Q. 939; Q. 2461.

2 Ibid. Q. 409. 2 Ibid. Q. 939.

N



The making of modern trade mark law 47

Consequently, British marks were no longer reliable as guarantors of
quality, while the relative standing of foreign manufacturers was
improved.”* Matters were exacerbated by the high profit margins that
could be earned from misrepresentation: premiums of between 20 and
400 per cent were reported.”” Although only a limited number of firms
were seriously affected by trade mark infringement in foreign countries,
the evidence indicates that all of these firms were successful in establish-
ing an unrivalled reputation for quality which was communicated by
their trade marks.”° It is also evident that when these firms lost markets
or market shares prior to 1870, much of this appears to have been
attributable to fraud, not necessarily lack of competitiveness.”’

The separation between production and distribution of manufactures
has also figured prominently in debates on the poor performance of
British industry between 1870 and 1914. It has been recognized that
the representative British firm was too small to be directly responsible
for its own sales and marketing in foreign markets. Consequently, the
majority of British firms were heavily reliant on independent merchants.*®
It has been alleged that this separation imposed a vertically disintegrated

2% Tbid. Q.9; Q. 32; Q. 35; Qs. 295-6; Q. 409; Qs. 419-20; Q. 700; Q. 941; Q. 1935;
Q. 2461. Thomas Coxon representing Bass reported that, in India, Bass’s labels were
placed on bottles containing inferior beers. Ibid. Q. 2535. Growing international com-
petition in manufactures, first from Germany, and then from the United States, intensi-
fied British complaints about underhand practices. See, for example, R.]. S. Hoffman,
Ghreat Britain and the German Trade Rivalry, 1875-1914 (New York: Russel and Russel,
1964); C. Bucheim, ‘Aspects of XIXth Century Anglo-German Trade Rivalry
Reconsidered’ (1981) 10 J. European Economic History 273-89. Among contemporary
works on Anglo-German trade rivalry which caught the public imagination, perhaps the
most famous was E. E. Williams, Made in Germany (London: Heinemann, 1896).

25 Select Committee, 1862, Q. 328; Q. 409; Q. 1936; Qs. 2467-8.

26 James Coats of J. &. P Coats, thread manufacturers, reported that his company had

secured over 100 injunctions in the United States against parties imitating their trade

marks: ibid. Q. 1589.

This is not to claim that Britain’s loss of export markets generally was attributable to

unfair competition. Evidence given before the Select Committee of 1862, indicates that,

at least in the Sheffield trades, a distinction was made between fraudulent competition

(based on false marking) and ‘cheap competition’ (foreign goods sold below British

prices). The former practice was most feared by Sheffield manufacturers because they

believed their products were unsurpassable in terms of quality. In other words, their
products did not compete directly with lower-quality German products. In effect, pro-
tection of trade marks was thought to provide insulation against low-quality competition:
ibid. Qs. 359-60; Q. 366; Qs. 418-20; Qs. 704-10. However, as Tweedale has noted, the
extensive involvement of Sheffield manufacturers in trade and merchandise mark issues
blinded them to the fact that ‘German success was not so much due to their unscrupulous
techniques as to more efficient production and marketing’: G. Tweedale, Steel City:

Entrepreneurship, Strategy, and Technology in Sheffield, 1743-1993 (Oxford: Oxford

University Press, 1995) 175-6.

28 P. L. Payne, British Entreprencurship in the Nineteenth Century (London: Macmillan, 1974) 54.
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structure on British industry which meant that the maximum benefits
of large-scale, high-throughput production were unobtainable. The effect
of this was that unit costs of production were unnecessarily high with
damaging consequences for the long-run competitiveness of British
manufacturing.”’ However, important trade mark issues caused by this
separation — all well documented in the contemporary official evidence —
have been overlooked. As I demonstrate below, in the case of trade marks,
there is ample evidence that independent merchants exercised a delete-
rious effect on the reputation of British manufacturers.”’

One problem was that British merchants were undermining the repu-
tation that particular manufacturers had established in their own marks
by demanding that other British manufacturers stamp the established
manufacturers’ marks on their output.’’ It was claimed that merchants
were, at best, indifferent to the quality of the manufactures they
exported, or that they deliberately sought to undermine reputable
marks by placing them on inferior products.’” This automatically raised
questions about the extent to which the name or mark of a dealer,
compared to that of the manufacturer, acted as a quality guarantee.””
Concern was expressed that by imposing their own marks on output
merchants were acquiring some of the goodwill that would have been
attributable to the manufacturer had his marks appeared on the goods it
made.”* This practice was thought to be particularly harmful to reputa-
ble manufacturers.”” In the watch-making industry the viability of firms
was threatened: here it was the custom for the retailer to insist that
his name and address were marked, not those of the manufacturer.’®

2% Doubts remain about the extent to which the heterogeneity of British domestic and

export markets permitted the adoption of mass-production methods.

In the penultimate section I indicate that this separation prevented the introduction of

legislation which might have prevented misleading geographical indications of origin.

31 Select Committee, 1862, Q. 998; Q. 1003; Q. 1007; Qs. 2223-4; Special Report from the

Select Commuttee on Merchandise Marks Act (1862) Amendment Bill 203 (1887) 10

Parliamentary Papers 357 (hereafter, Select Committee, 1887), Qs. 2356-7.

Select Committee, 1887, Qs. 2196-8. It was stated that merchants built up trade by placing

reputable marks on output produced by quality producers. Once the trade in products

bearing these marks was established, merchants would then contract new manufacturers

to place the original marks on lower-quality output. Until this quality debasement was

discovered, merchants made substantial profits. This practice was possible because

merchants used ‘blind’ names and marks: Select Commuittee, 1887, Qs. 4745-54.

33 Select Committee, 1887, Qs. 2246-8; Report from the Select Committee on Merchandise Marks
Act, 1887 (1890), (hereafter, Select Committee, 1890), Qs. 1306-9.

3% Select Committee, 1862, Qs. 1094-5. 35 Select Committee, 1887, Q. 664.

36 Irrespective of the quality-debasement issues discussed above, this custom of retailers
ensured that potential customers could not go direct to the manufacturer and it simulta-
neously increased their bargaining power over manufacturers: ibid. Qs. 1570-8.
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If the manufacturer refused, he lost orders.”’ More generally it was
feared that merchants were responsible for quality debasement of British
manufactures, a direct result of the competitive structure of British
manufacturing.”® This latter problem was acutely felt by Manchester
merchants in the Lancashire cotton textile industry. Manchester wit-
nesses argued that the existing system allowed merchants to register
marks which bore a close resemblance to reputable marks already on
the Register. The practice developed by which unscrupulous merchants
placed orders with Lancashire textile firms to export inferior wares
bearing marks closely resembling the reputable mark.”® A further
problem arose when products did not bear a trade mark: what effect
would be conveyed to the consumer if a merchant marked his UK name
and address upon foreign manufactured products imported for sale in
the UK>*

Was the Trade Marks Registration Act of 1875
a success?

The key provisions of the Trade Marks Registration Act 1875, relating
to registration as a means of establishing property in a trade mark and as
a precondition for instigating defence against infringement have already
been discussed. Judging by the number of trade mark registrations which
followed the 1875 Act, it does appear that businessmen responded
enthusiastically. Data on total annual registration of trade marks,
1882-1914, are shown in Figure 2.1, from which a number of trends
are apparent. First, there was a rapid increase in registrations between
1882 and 1890, when annual registrations increased from 2,563 to 6,014.
Thereafter, there was an equally pronounced decline and trough. In fact
the number of registrations achieved in 1890 (6,014) was not exceeded

37 Ibid. Q. 1570; Q. 1578; Qs. 1627-8.

38 Ibid. Qs. 4775-8; Report of the Committee Appointed by the Board of Trade to Inquire into the
Duties, Organisation, and Arrangements of the Patent Office, C. 5350, 1888 (hereafter,
Report, 1888), Q. 1598; Q. 1605.

39 Report, 1888, Qs. 102-3; Qs. 202-3; Q. 1599; Q. 1605; Q. 1610; Q. 3274; Qs. 3255-7;

Q. 4252; Select Committee, 1890, Q. 4171; Q. 4181; Q. 4188; Q. 4243; Q. 4248; Q.

4299.

Select Committee, 1887, Qs. 2120-32. A number of possible factors can be used to explain

this particular practice: for example, foreign manufacturers were persuaded by British

import merchants not to mark their output; alternatively, foreign manufactures were
marked and imported to Britain, but subsequently British marks or other British indicia
were substituted for the original marks.

40



*(SONSSI SNIOLIBA) SYUDN 9PVL], PUD SUSISI(] “SIUIID] JO [D42U2£)-42]]041GUL07) 21 JO $140d2y] WIOI} PIIBINO[BD 204105
‘soruedwod uSra10] AQ SUONBIISISAI SOPNOUT
‘FI61—C881 x‘PUB[SUH UI SUONBIISISII YIBW d9pel [BI0], ' 2InS1]

Jeap




The making of modern trade mark law 51

until 1907. Thereafter, the annual number of registrations, 1907-14,
averaged 5,418.%'

It is useful to examine the extent to which the fifty trade mark classes
during our period varied in trade mark intensity because this provides
evidence to business historians of the importance of trade marks to firms
in these industries. Trade mark intensity is a measure of the extent to
which the trade mark registrations of a particular class over a given period
are greater or less than the mean registration for all classes over the same
period. This is achieved by calculating the class means for the period

2T _

1882-1914. The class means are defined as: T1; = ~5;—, where T1, is the
mean number of registrations for a given class, 1882—-1914, and where
the term on the right-hand side is the mean registration for all classes
over the same period.”” The average trade mark intensity for all trade
mark classes for the period 1882-1914 was 86.11. Those classes which
can be considered most trade mark intensive (because their class means
exceeded 86.11) are shown in Table 2.1.

Table 2.1 indicates that industries supplying consumer products were
the most trade-mark-intensive during our period. It is well known that in
this period significant changes occurred in retail and distribution and in
the production of a wide range of consumer goods. Perhaps the classic
statement of these trends was made by Wilson who commented: ‘From
machine to shop there flowed the branded, packaged, standardised,
advertised products newly characteristic of this urbanised, industrialised

41 The data used in this chapter are taken from the Report of the Comprroller-General of
Patents, Designs and Trade Marks. Yearly data on registration begins in 1882. This series
does not, therefore, include the rapid rise in registrations immediately following the 1875
Act. The trends in registrations shown in Figure 2.1 are not easily explained. The rapid
rise, 1882-90, and decline, 1890-5, are perhaps to be expected given the pent-up
demand for registration. Macroeconomic factors, such as the rate of growth of Gross
Domestic Product (GDP), appear to be negatively correlated with the trends in registra-
tion. For example, between 1890 and 1895, when registrations declined precipitously,
the rate of growth of GDP increased from 1.6 per cent p.a. during 1882-9, to 2.2 per cent
p.a. during 1889-99. Between 1899 and 1906-7, when registrations increased rapidly,
GDP growth rates declined from 2.2 per cent p.a., to 1.4 per cent p.a. Thereafter,
registrations declined, but the rate of GDP growth increased to 1.7 per cent p.a.: N.
Crafts, ‘Long-run Growth’ in R. Floud and P. Johnson (eds.), The Cambridge Economic
History of Modern Britain, vol. I1: Economic Maturity, 1860—1939 (Cambridge: Cambridge
University Press, 2004) 13. A negative relationship between registrations and the rate of
growth of Gross National Product (GNP) has been observed for American data, although
this relationship was not statistically significant: W. M. Landes and R. A. Posner, The
Economic Structure of Intellectual Properry Law (Cambridge, Mass.: Harvard University
Press, 2003) 252.

For a discussion of this methodology, see D. M. Higgins and T.]J. James, The Economic
Importance of Trade Marks in the UK (1973-1992): A Preliminary Investigation (London:
The Intellectual Property Institute, 1996).
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Table 2.1 Highly trade-mark-intensive classes, 1882—1914"

Class Class mean Industries covered by class

42 537 Substances used as food

45 313 Tobacco
3 262 Chemical substances for use in medicine, etc.

50 256 Miscellaneous goods

43 247 Fermented liquors and spirits

38 235 Articles of clothing

24 220 Cotton piece goods

13 174 Metal goods not included in other classes

48 165 Perfumery, etc.

39 138 Paper (except paper-hangings), stationery, etc.
1 136 Chemical substances used in manufactures, etc.
2 99 Chemical substances used in agriculture, etc.

23 93 Cotton yarn and sewing cotton

34 87 Cloths and stuffs of wool, Worsted or hair

! Refer to footnote 41.
Source: calculated from Report of the Comptroller-General of Patents, Designs and
Trade Marks (various issues).

society that was setting itself new patterns and standards of social life.”**
It should be apparent from Table 2.1 that registered trade marks played a
crucial role in this consumer boom.

The evidence in Table 2.2 demonstrates that many of these trade
marks had considerable longevity: 63.3 per cent of trade marks first
registered between 1876 and 1900 were renewed after fourteen years,
and 52.2 per cent of trade marks first registered between 1876 and 1886
were renewed after twenty-eight years.”* Indeed, many of the most
famous trade marks which are current were registered during this period,
for example: BISTO, BOVRIL, CADBURY, GLENLIVET, GUINNESS,
HOVIS, 0X0, ROLLS ROYCE and WEDGWoOD.*

Another interesting feature of registrations during this period was
the registration by the same proprietor of very similar marks in the same
trade mark class, for example the registrations J. S. FRY & SONS, FRY,

43 C. Wilson, ‘Economy and Society in Late Victorian Britain’ (1965) 18 Economic History
Review 191.

44 Unfortunately, no further data were published by the Comptroller-General on renewals.

13 Trade Marks Fournal (TM9) 924 (11 December 1895) 1030; TM¥ 1422 (28 June 1905)
818; TMF438 (18 August 1886) 816; TMF2 (10 May 1876) 48; TM¥590 (17 July 1889)
535; TMF 929 (15 January 1896) 63; TMF 1483 (29 August 1906) 1201; TMF 1561
(26 February 1908) 300; TM¥ 14 (2 August 1876) 325.
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Table 2.2 Duration of registered trade marks

Year of first

registration % renewed after 14 years % renewed after 28 years
1876 (1890) 70 (1904) 56
1878 (1892) 66.5 (1906) 50
1880 (1894) 60.5 (1908) 47
1882 (1896) 68 (1910) 56
1884 (1898) 65 (1912) 50
1886 (1900) 68 (1914) 54
1888 (1902) 66

1890 (1904) 61

1892 (1906) 60

1894 (1908) 61

1896 (1910) 58

1898 (1912) 59

1900 (1914) 60

Source: calculated from Report of the Comprroller-General of Patents, Designs, and
Trade Marks (various issues).

FRY & soNs and FRY’S MILK CHOCOLATE."® One company which was
exceptionally prolific in this respect was Bass & Co. Consider the follow-
ing registrations: BASS & CO’S PALE ALE; BASS & c0’s; BASs & cO’s
BURTON ALE; BASS & CO’S NO.l STRONG ALE; BASS & Cc0O’S NO.2
STRONG ALE; BASS & C0O’S NO.3 STRONG ALE; BASS & Cc0’S NO. 3B
STRONG ALE; BASS & CO’S N0.4 BURTON ALE; BASS & cO’s
NO.5 BURTON ALE; BASS & CO’S NO.6 BURTON ALE; BASS & cO’s
STOUT; BASS & CO’S DOUBLE STOUT; BASS & CO’S EXTRA STOUT;
BASS & CO’S PORTER."’

It is apparent from these examples that manufacturers sought jealously
to avoid any possible infringement of their marks. The registration of very
similar marks by the same proprietor can be viewed as a defensive strategy
to prevent rival manufacturers acquiring the reputation established in a
particular mark.*® This strategy became especially important because,
following the Trade Marks Registration Act 1875, registration provided
prima facie evidence of exclusive rights to the mark. If a person succeeded

46 The first three of these marks were advertised in TM¥ 454 (8 December 1886) 1288, the
last in TM¥ 1849 (3 September 1913) 1408.

4T TM¥1 (3 May 1876) 24; TM¥ 278 (25 April 1883) 233; TMY 396 (28 October 1885) 1021.

48 These registrations would have allayed concerns that another trader would use a similar
mark and/or that they would register a similar mark. In the former case, the Trade Marks
Registration Act (1875) made it easier for owners of registered marks to bring actions for
infringement, and in the latter case, publication of marks prior to their registration
allowed owners of registered marks to lodge a complaint with the Comptroller.
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in registering a mark which might deceive consumers as to the true origin
of the products, considerable harm would be done to those who had first
registered the mark. Although the 1875 Act met many of the requirements
demanded by businessmen, its enforcement was to generate considerable
litigation. One topic which proved contentious was the extent to which
trade marks denoted geographical origin. This topic is of particular interest
to business historians because, although geographical indicia were not
capable of registration as trade marks, the products of many firms were
identified by geographical indicia or had geographical connotations.*’

From a businessman’s perspective it would have been a relatively easy
exercise to begin manufacturing in a locality the reputation of which had
already been established by incumbent firms.’’ By such means the new
entrant could hope to sell his products with geographical indicia and
thereby benefit from the reputation of the locality and its established
firms. The fundamental legal issue here was not that a misleading use of
a geographical name had been made by the new entrant but that the
geographical appellation was calculated to deceive: that is, the new
entrant represented his products as those of the established manufac-
turers in the locality.

Numerous cases exist of this practice between 1875 and 1914, and in
all of these cases the incumbent firms had to establish that their use of a
geographical appellation had acquired a secondary meaning: specifically,
that use of the appellation was understood in the trade and by consumers
as indicating their products alone. In cases where established firms were
able to prove secondary meaning one important line of defence was to
demonstrate that the reputation a locality had achieved for a particular
product was due to the activities of one established firm. In the case
of Huntley & Palmer v The Reading Biscuit Company, Litd (1893), it was
established that ‘the only reputation of the town of Reading in the biscuit
trade had been acquired by, and was in connection with, the trade of the
Plaintiffs, and of no one else’.’! In other successful cases it was not even
necessary for the plaintiff to establish that his products were produced
in a particular locality. In C. T. Brock & Co.’s Crystal Palace Fireworks Ltd

4% The related theme, fraudulent use of geographical appellations, attracted sustained
criticism by businessmen after the Trade Marks Registration Act 1875, and is discussed
in the penultimate section of this chapter.

>0 In Wotherspoon v Currie (1871-2) LR 5 HL 508, the defendant had gone to Glenfield for
the purpose of using that name. In Braham v Beachim (1878) LR 7 Ch D 848, the
defendants were restrained from using the name ‘Radstock Colliery Proprietors’ until
they acquired a colliery in Radstock.

> 10 RPC 277. Similarly, Worcester Royal Porcelain Company v Locke & Co. The Same v Rhodes
(1902) 19 RPC 479, and Monigomery v Thompson (1891) 7 RPC 367.
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v James Pain & Sons (1911), it was admitted that the plaintiff did not
produce his fireworks in Crystal Palace. The plaintiffs were successful
because they proved that as a result of having the exclusive right to give
firework displays at the Palace between 1866 and 1910, the term ‘Crystal
Palace’ as applied to fireworks, ‘has acquired a secondary meaning, and
has come to denote exclusively the fireworks manufactured and sold by
the said firm of C. T. Brock & Co.’.”* The principle of secondary meaning
extended to export markets.””

Geographical Indications: from individual
to community protection

The previous section has shown that businessmen responded enthusias-
tically to the Trade Marks Registration Act 1875. Registration of trade
marks was important for facilitating legal action not only in the domestic
market, but also abroad. As far as foreign infringement was concerned,
international reciprocity of trade mark rights followed the Trade Marks
Registration Act 1875. An International Convention for the Protection
of Industrial Property (hereafter, Convention) was concluded in Paris on
20 March 1883. Belgium, Brazil, Spain, France, Guatemala, Italy,
Holland, Portugal, Salvador, Serbia and Switzerland, were the first sig-
natories to this Convention, followed by Britain in 1884.%* Article II of
the Convention provided that the citizens in each of the contracting states
would enjoy the same rights in other contracting states as those states
currently granted to their own subjects;’” Article VI stated that ‘Every
trade mark duly registered in the country of origin shall be admitted for

registration, and protected in the form originally registered in all the other
countries of the Union’,”® and Article IX indicated that ‘all goods illegally

2 C. T. Brock & Co.’s Crystal Palace Fireworks Ld v James Pain & Sons (1911) 28 RPC, 462.
The appeal was dismissed: C. T. Brock & Co.’s Crystal Palace Fireworks Lid v Fames Pain &
Sons (1911) 28 RPC 697.

>3 Price’s Patent Candle Company Ltd v Ogston and Tenant Ltd (1909) 26 RPC 797. Where

secondary meaning could not be established, the Plaintiffs were unable to prevent rival

firms using similar geographical appellations to describe their products. See, for example,

Whitstable Oyster Fishery Company v Hayling Fisheries, Ltd, and George Tabor (1900) 17

RPC 461, and 18 RPC 434; Hopton Wood Stone Firms Ltd v Gething (1910) 27 RPC 605;

Wolff and Son v Nopitsch and Others (1900) 17 RPC 321 and (1901) 18 RPC 27.

International Convention for the Protection of Industrial Property, C. 4043 (1884). Hereafter,

International Convention. For a full discussion of the history of the international

conventions, see S.P. Ladas, Patents, Trade marks, and Related Rights: National and

International Protection (Cambridge, Mass.: 1975).

International Convention 7.

Ibid. By Art. VIII, however, trade names did not have to be registered to secure interna-

tional protection.
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bearing a trade mark or trade name may be seized on importation into
those States of the Union where this mark or name has a right to legal
protection’.”’ The Convention and its subsequent revisions — Brussels,
1900, and Washington, 1911 — reinforced international commitment to
trade mark protection. Nonetheless, the effectiveness of these Conventions,
and the Trade Marks Registration Act 1875, were undermined by the rapid
growth of another type of infringement — misleading geographical indica-
tions of origin (hereafter, GIs) — which generated considerable official
interest.”®

Professor Bently has already indicated that within our period there was
considerable uncertainty as to what features constituted a trade mark and
what relationship, if any, existed between a mark and the name of the place
in which a business was situated. One aspect of this relationship which
proved particularly difficult to resolve during our period was whether
GIs should be accorded international protection. Whereas infringement
of a trade mark affected only the reputation of the registered owner, abuse
of GIs affected entire industries and communities.

Contemporaries recognized that a trade mark could refer to the place
of origin (as distinct from trade origin),’’ but the official evidence was far
from unanimous on whether GIs could be registered as trade marks. One
factor was that many GIs had become generic terms denoting a particular
method or style of manufacture. Thus, for example, it was recognized that
‘cardigan’ jackets were made in Leicester, not Cardigan; Kidderminster
carpets were no longer made in Kidderminster but in Scotland and
Yorkshire; ‘Wilton’ carpets were made in Halifax, not Wilton; ‘Dutch’
tapes were made in Manchester, not Holland; and French cambrics were
made in the North of Ireland.’

Practices such as these raised the obvious problem that labelling
an article with a false place of origin was different from giving an article
a name which was a proper description of the article. The Herschell
Committee recognized that, for some British industries, registration
of GIs as trade marks was vital: for example, the use of terms such as

>7 Ibid.

>8 In addition to the Select Committees appointed in 1862, 1887 and 1890, to consider the
general problem of merchandise marks infringement, other Select Committees were
appointed to consider the problem in specific industries. See, for example, Reporz from
the Select Commuittee on Marking of Foreign Meat (1893), and Report and Special Report from
the Select Committee on the Agricultural Produce (Marks) Bill (1897). For a discussion of the
malpractice discussed in these Reports, see D. M. Higgins, ‘Mutton Dressed as Lamb?
The Misrepresentation of Australian and New Zealand Meat in the British Market,
c. 1890-1914’ (2004) 44 Australian Economic History Review 161-84.

>% L. Bently, Chapter 1 of this volume, 3—41.  %° Select Committee, 1887, Qs. 3288-305.
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‘Glen’ and ‘Loch’, in the Scotch whiskey industry.®’ This Committee
recognized other problems in using geographical terms as trade marks.
For example, the simple use of a place qua trade mark could not prevent
its legitimate use if it was used as part of the address of a manufacturer
in the same class of products.®” Recognizing that considerable problems
would arise if geographical words descriptive of the place of manufac-
ture were registered, the most this Committee was prepared to concede
was that ‘geographical names ought only to be permitted where they
clearly could not be regarded as indicative of the place of manufacture
or sale’.”’

Two further complications had to be addressed: unregistered marks
were ineligible for protection in those countries which were signatories to
the Convention; and British trade mark law did not permit registration of
geographic appellations until 1905. Each is considered below.

As far as international misuse of GIs was concerned, Article X of the
Convention stated that the provision for seizure on importation of all
goods illegally bearing a trade mark or trade name ‘shall apply to all goods
falsely bearing the name of any locality as indication of the place of origin,
when such indication is associated with a trade name of a fictitious
character or assumed with a fraudulent intention’.®* However, the two
restrictions imposed in this Article were thought to be very unsatisfactory
from a British perspective because the Merchandise Marks Act 1887
provided that goods bearing false indications of origin alone would be
seized.®® The British Foreign Office, aided by the Cutlers’ Company,
exerted considerable diplomatic pressure to alter this weakness in Article
X, but these were ultimately unsuccessful during our period.°® The
asymmetry generated by the passing of the Merchandise Marks Act
1887 was quickly recognized by British contemporaries. For example,
in a Memorial to the Secretary of State for Foreign Affairs, the Cutlers’
Company complained that ‘while manufacturers, merchants and traders
in this country are most properly prohibited from practices with reference
to the marking of goods which before the passing of the Act of 1887 were

6
64
6

—

Reporr 1888, Q. 1161. %% Ibid. Q. 905.  ® Ibid. xi.

International Convention 8.

Merchandise Marks Act 1862, 25 & 26 Vict. c. 88, s. 7, s.; Merchandise Marks Act, 1887,
50 & 51 Vict. c. 28, 5. 3(b).

In fact, subsequent Conventions extended Art. X to cover ‘dishonest competition’, but
no specific provision for misleading GIs was provided. Article X bis Treaty Series No. 15
(1902), Additional Act Modifying the Industrial Property Convention of March 20, 1883, Cd.
1084, 12; Article X bis Treaty Series No. 8 (1913), International Convention for the
Protection of Industrial Property Signed at Washington, Convention of March 20, 1883, Cd.
6805, 113.

a
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commonly adopted, their competitors are under no such restrictions, but
can, and do, carry on such practices to the great detriment of the trade of
this country’.®’

One solution to these problems would have been to require that all
imported products which had no marking were marked either with the
indicia ‘Made Abroad’, or with a definite indication of origin,68 but these
suggestions were rejected. Indeed, such was the strength of feeling
expressed on these points by merchants and manufacturers that the
Select Committees of 1890 and 1897 reached opposite conclusions: the
former Committee was not prepared to permit substitution of the term
‘Made Abroad’ in place of a definite indication of origin®’ but the latter
Committee was prepared to recommend this change.

The reason why these Committees made different recommendations
appears to be that attitudes towards protecting British interests hardened
between 1890 and 1897. The Committee of 1890 was heavily influenced
by Britain’s obligations under the Convention, which had recently met at
Rome in 1886, and Madrid in 1890. At these Conventions British dele-
gates were urged to secure an amendment to Article X in order that false
indications of origin alone became illegal. Although this proposal was
generally well received, considerable diplomatic pressure continued to be
applied,’® and in these circumstances there was a reluctance unilaterally
to introduce changes which threatened international agreement. It was
recognized, for example, that use of ‘Made Abroad’ in place of a definite
indication of origin would have been against the interests of each of the
states which had acceded to the Convention.”' Other witnesses believed
that the imposition of compulsory marks of origin would jeopordize
future international cooperation on misleading GIs.”” In these circum-
stances, the Committee was keen to signal to other members of the
Convention that British legislation had general applicability. Thus it
was stated: ‘your Committee would point out that the consumer is just as
defrauded if he buys Swedish goods in the belief that they are German, or

87 Inclosure No. 115, 7. Miscellaneous No. 3 (1888), Correspondence Relative to the Protection

of Industrial Property, C. 5521.
8 Select Committee, 1890, Qs 2358-62; Q. 2382; Q. 3427; Q. 3432; Q. 3445; Q. 3507; Qs.
3692-3; Q. 3707; Qs. 3727-30; Q. 3738; Q. 3822; Q. 3856; Qs. 3887-9; Qs. 4496-8;
Report from the Select Committee on Merchandise Marks (1897) (hereafter Select Committee,
1897), Qs. 58-9.
Select Committee, 1890, iii—iv.
For a further discussion of this activity, see D. M. Higgins, ‘““Made in Sheffield?”: Trade
Marks, the Cutlers’ Company and the Defence of “Sheffield”’ in C. Binfield and D. Hey
(eds.), Mesters to Masters: A History of the Company of Cutlers in Hallamshire, (Oxford:
Oxford University Press, 1997).
"1 Select Committee, 1890, iii-iv; Q. 4989. 72 Ibid. Q. 846.
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French wine in the belief that it is Spanish, as if he buys foreign goods in
the belief that they are English’.””

However, seven years, later the desire to obey diplomatic niceties had
waned considerably. The British proposal to amend Article X had still
not been ratified, to the considerable irritation of the Board of Trade and
the Foreign Office.”* The Committee of 1897 recommended that the
words ‘Made abroad’ should be substituted for a definite indication of
origin. This Committee recognized that specification of a particular
country of origin damaged the trade secrets of British merchants and
dealers.”” More fundamentally, though, this Committee was of the opin-
ion that ‘it is not right to fix British taxpayers with the cost of protecting
the individual purchaser against possible deception as to the exact coun-
try of origin, other than the United Kingdom, and her Colonies and
dependencies’.”®

In any case, even if British attempts to alter Article X had succeeded,
this would not have solved the problem of products being imported
blank but subsequently falsely marked with misleading descriptions
(often in the English language to convey the impression they were
English).”” Concern was also expressed that falsely marked products
were being sent directly from Europe to third markets in which inter-
national reciprocity had not been agreed.”® In other words, even if
British legislation to permit registration of GIs (a vital prerequisite
for protection under the Convention) had been introduced sooner,
this would have had only a limited impact on the misuse of GIs.

73 Tbid. iv. See also the evidence of Herbert Hughes, arguably Britain’s leading authority on

this topic, ibid, Qs. 4989-91.

Inclosure No. 6, Report of Departmental Committee of the Board of Trade and Foreign Office:
‘the Committee . .. recommend the British delegates be empowered, if they consider it
desirable, to abstain . . . from taking any further part in the proceedings of the Conference
in the event of the proposed British addition to Article X, coupled with an obligation to
legislate, being rejected’: (1890) Papers and Correspondence Relative to the Recent Conference
at Madrid on the Subject of Industrial Property and Merchandise Marks C. 6023, 7.

Select Commiittee, 1897, iv.

Select Commuttee, 1897, iv.

7T Select Committee, 1890, Q.37;Q. 118; Q. 190; Q. 195; Q. 197; Q. 334; Qs. 530-4; Qs.
2311-13;Qs. 2369-76; Q. 3872; Q. 4561; Qs. 4708-1; Select Commuttee, 1897, Qs. 43-5;
Q. 48; Q. 745; Q. 860; Q. 867; Q. 922.

These delays were especially annoying to the Cutlers’ Company because ‘it is in Germany
that so much of the piracy of the name of “Sheffield” takes place while the United States
is the principal market to which the spurious goods are sent’: Inclosure No. 12,
Correspondence Relative to the Protection of Industrial Property, C. 5521 (1888), Cutlers’
Company to the Earl of Iddesleigh.
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A Select Committee was appointed in 1905 to consider a Bill intro-
duced by Fletcher Moulton and others’’ in the same year to extend the
provisions of the Trade Marks Registration Act 1875. This Committee
agreed that there should be greater latitude in the words that could be
registered as trade marks, especially as domestic registration was a vital
prerequisite for international protection under the Convention.®’ In the
case of GIs it was recognized that many geographical marks made good
trade marks, provided that use of such marks did not ‘prevent others from
using them honestly and truly as geographical words indicating the place
of origin’.®' Accordingly, the Trade Marks Act 1905 provided that such
marks could be registered.®” After 1905, GIs could be registered as trade
marks under the Certification Mark scheme and, by virtue of registration,
they would have been afforded protection under the Convention.
Nonetheless, from a British perspective during our period it appears
that the Merchandise Marks Acts were the most suitable mechanism for
protecting GIs.*?

Conclusions

In this brief commentary it is impossible to discuss the myriad legal issues
raised by Professor Bently. To this commentator, at least, it seems that
misuse of trade marks and the ensuing legal remedies followed a predict-
able trajectory: attempts by individual firms to protect their own marks in
domestic and foreign markets were quickly followed by a much broader
campaign — involving industries and communities — to protect GIs. This
progression is explained by the way in which the law governing trade
marks evolved. As Professor Bently has demonstrated, during the nine-
teenth century the definition of a trade mark excluded geographical

7 Bill 76, ‘A Bill to consolidate and amend the Law relating to Trade Marks’. In addition to

Moulton, the other sponsors of the Bill were: Messrs. Butchers, Cawley, Cripps, Eve and
Robson, and Sir Albert Rollit. A number of other Bills to amend the Trade Marks
Registration Act 1875 had been introduced around the same time, for example: Bill 79,
1901; Bill 128, 1902; Bill 174, 1903; Bill 53, 1904.

Report and Special report from the Select Commuttee on the Trade Marks Bill (1905).

Ibid. Q. 1446.

5 Edw. 7. c. 15, s. 62. By this Act, and subsequently, GIs became known as ‘certification
marks’. It should be emphasized that certification marks cover much more than geo-
graphic indicia and include, for example, material, mode of manufacture, quality, accu-
racy or other characteristics. The provisions for examination and certification contained
in this section were relaxed by the Trade Marks Act 1919, 9 & 10 Geo. 5 c. 79.

For example, describing alcoholic beverages as port or Madeira when they were not the
produce of Portugal or Madeira was deemed to be a false trade description under the
Merchandise Marks Act. I am grateful to Professor Bently for this observation.
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names.®* The consequence of this was that those trying to protect the
reputation of particular regions from misrepresentation had to explore
other avenues, principal among wh